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UNITED STATES CIRCUIT COURT OF APPEALS 


NASHVILLE Syrup CoMPANY v. Coca-CoiA CoMPANY. 
Coca-CoLa CoMPANY v. NASHVILLE Syrup COMPANY. 


Sixth Circuit, June 13, 191T4. 


. TRADE-MARK STATUTE—TEN-YEAR REGISTRATION. 


The ten-year clause of the trade-mark act removes from descrip- 
tive terms which have been exclusively used as marks in interstate com- 
merce for ten years, the disability of their descriptive character and 
makes them after registration subject to exclusive appropriation, as 
if the disability had never existed. 

TEN-YEAR MARK—INFRINGEMENT. 

The addition of the infringer’s name to a mark protected under 
the ten-year clause of the trade-mark act, does not avoid the charge of 
infringement. : 

DrcEPTIVE MArK—Coca-Co.a. 

The term “Coca-Cola” is not deceptive as applied to a beverage 
containing about two per cent of an extract of coca leaves and cola 
nuts. 


. DescriptivE TERMS—RicuHTts oF LATER USER. 


When a descriptive mark has been registered under the ten-year 
clause of the trade-mark act, it does not remain open to public use for 
descriptive purposes, nor may it be applied by another to an article of 
his manufacture of which it is claimed to be more properly descrip- 
tive. 


. AccouNTING—DepuctTions ALLOWED. 


In accounting for the profits derived from infringement of a 
trade-mark, the infringer is entitled to deduct a fair salary paid to 
its president and general manager, a minority stockholder. 


Cross appeals from a decree of the United States district 


court for the middle district of Tennessee, awarding an injunc- 
tion, but refusing damages. Affirmed. 
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For the decision of the court below on motion for prelim- 
inary injunction, see Reporter, Vol. 3, p. 28; on final hearing, id., 
Vol. 2, p. 318. 


Candler, Thompson & Hirsch, of Atlanta, Ga., and Sizer. 
Chambliss & Chambliss, of Chattanooga, Tenn., for 
plaintiff. 

\ W. R. Chambers, E. J. Smith, Jno. R. Aust and Perkins 
Baxter, all of Nashville, Tenn., for defendant. 


3efore WARRINGTON, KNAPPEN and DeEnIson, Circuit 
Judges. 


Coca is a South American shrub, from the leaves of which 
cocaine, among other substances, is obtained; the kola tree 
grows in Africa, and from its nuts caffeine may be extracted. 
The use of these leaves and these nuts by the natives in their 
respective countries and for the supposed stimulating qualities 
had long been known in this country, and before 1887, extracts 
re pectively from coca leaves and from cola.nuts had found a 
place in the pharmacopoeia. There was little popular knowledge 
concerning them. The extracts were used only by druggists 
in compounding medicine. In 1887 Pemberton, an Atlanta drug- 
gist, registered in the patent office, a label for what he called 
“Coca-Cola Syrup and Extract.” The plaintiff below, the Coca- 
Cola Company, was organized as a corporation in 1892, and 
acquired Pemberton’s formula and label. Since that time, it has 
continuously manufactured and sold a syrup under the name, 
“Coca-Cola”; and, used as a basis for carbonated drinks, the 
syrup, under this name, has had a large sale in all parts of the 
country. In 1893, the Coca-Cola Company (herein called plain- 
tiff) registered the name “Coca-Cola” as a trade-mark; and 
again in October of 1905, and pursuant to the act of Febru- 
ary 20, 1905, the name was registered by plaintiff as a trade- 
mark under the ten-year proviso of that act. Plaintiff enjoyed 
the exclusive use of the name from 1892 until 1910. In that 
year, J. D. Fletcher, now the active manager of the Nashville 
Syrup Company (herein called defendant), because interested 
with others in the manufacture of a somewhat similar syrup 
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being sold under the name “Murfe’s Cola.” Later in that year, 
they changed the name of their product to “Murfe’s Coca- 
Kola”; ‘and shortly afterwards, Mr. Fletcher became sole owner 
of the business, and the product was named “Fletcher’s Coca- 
Cola,” and has been sold by him and his successor, the Nashville 
Syrup Company, under that name. The bill of complainant 
herein claimed for plaintiff a common law trade-mark in the 
name and also claimed trade-mark rights by virtue of the regis- 
tration under the act of 1905. It also alleged that the words 
of the name, if they ever indicated anything other than plain- 
tiff’s product, had acquired a secondary meaning limited to that 
article, and that defendant was engaged in unfair competition. 
Jurisdiction sufficiently depended on diverse citizenship. 

On the usual so-called final hearing, the district judge con- 
cluded that plaintiff had a valid statutory trade-mark under the 
act of 1905, and that it had been infringed, and accordingly 
ordered an injunction and a reference to ascertain the damages 
(200 Fed. Rep., 153, 157) [Reporter, Vol. 2, p. 318]. The 
master reported his finding of damages, but defendant’s excep- 
tion was sustained and a decree was entered finding no damages. 
The defendant appealed from the decree for injunction and 
plaintiff appealed because it failed to recover damages. 

DENISON, Circuit Judge.—1. Passing, for the present, with- 
out deciding, the question whether the name Coca-Cola was, in 
1887 or 1892, so far descriptive of the article as to be incapable 
of appropriation as a common-law trade-mark, and passing also 
without deciding the question whether the name if primarily 
descriptive, had, before suit was brought in 1910, acquired a 
secondary meaning, we come to the effect of the registration 
under the act of 1905. The broad questions on which defendant 
relied concerning the effect of this act have been set at rest 
against defendant’s contentions, by the decision of the supreme 
court in Davids Co. v. Davids, 233 U. S., 461 [Reporter, Vol. 
4, p. 175]. In view of the settled rule that the federal trade- 
mark statute does not create any exclusive right, as the parent 
statute does, but only recognizes a right which has been already 
acquired by exclusive appropriation, and then furnishes evi- 
dence and remedies (Trade-Mark Cases, 100 U. S., 82; Hopkins 
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on Trade-Marks, Sec. 27; Hesseltine’s Law of Trade-Marks, p. 
139), we do not regard the decision in the Davids case as hold- 
ing that the statute directly operates to grant a monopoly to one 
who rightfully registers under the ten-year clause a descriptive 
or geographical word. We take it as holding that the statute 
was not intended to permit, under this clause, an ineffective and 
useless registration, and so, in effect, holding that the statute 
removed from descriptive words which had been exclusively 
used as a mark in interstate commerce for ten years the bar or 
disability caused by their descriptive character, and made them, 
after that probation, subject to exclusive appropriation with the 
same effect, in the main, as if the disability had never existed. 
Since the statute relates primarily to registration, it may well be 
that the disability continues until registration, somewhat retro- 
actively, removes it; that is not now important. Neither is it 
important at present to know the exact distinctions beween the 
manufacturer’s rights formerly existing under the secondary 
meaning theory and those now existing under the statute. 

Since it appears that plaintiff had enjoyed the exclusive 
use of the name “Coca-Cola” for more than ten years before 
1905, and that there was due registration under the act of 1905, 
it follows that plaintiff's exclusive rights as a trade-mark owner 
and as defined in the Davids case, are established. 

Whether any exclusive rights which, in an essential part, 
depend on this statute, can extend to the regulation of strictly 
intrastate commerce, or whether the effect must be limited to 
the field where Congress had power to act, is an interesting ques- 
tion, which is only suggested but not presented by this record. It 
is not raised by assignment of error or by the briefs. We there- 
fore give it no consideration. 

2. We think the infringement sufficiently appears. Here, 
also, the Davids case is instructive. The specific form in which 
the mark was registered in that case was not considered im- 
portant; and so it can not be here controlling whether the words 


“Coca-Cola” are with or without a hyphen or are in script or 
in plain letters. Neither is infringement avoided because de- 
fendant marks its bottles “Fletcher's Coca Cola.” Not only 
does this qualification in the name fail effectively to reach the 
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ultimate consumer (Gay-Ola v. Coca Cola Co., 200 Fed. Rep., 
720,-and 211 Fed. Rep., 942) [ Reporter, Vol. 3, p. 1; Vol. 4, 
p. 297], but a trade-mark right which could be so avoided would 
be of no value. Indeed, even under the secondary meaning 
theory and without the aid of the statute, such marking would 
not sufficiently differentiate (Merriam v. Ogilvie, C. C. A., 7— 
170 Fed. Rep., 167, and cases cited on p. 168; Davids Co. v. 
Davids, supra). A case may arise where the words registered 
under the statute are so wholly and so merely descriptive and so 
unfit to carry an arbitrary meaning indicating registrant’s prod- 
uct only, that the use of the words coupled with defendant’s 
name as manufacturer would not infringe; but this is not that 
case. The words here involved were, if fairly “descriptive” at 
all, not purely descriptive; and by ten years’ exclusive use they 
had become the distinctive appellation of plaintiff’s product. To 
permit defendant to use them in connection with his own name 
is not to avoid or mitigate the wrong, but is rather an aggrava- 
tion, because of the false implication that plaintiff has parted 
with the exclusive right (Jacobs v. Beecham, 221 U. §S., 263, 
272) |Reporter, Vol. 1, p. 55]. 

3. There remains the questions whether the mark is de- 
ceptive. Defendant does not expressly make this point, but it 
is so bound up with the questions of how merely descriptive the 
words are, and whether the same words as used by defendant 
are only the rightful name of its product, that it must be de- 
cided. The act of 1905 makes no exception in this respect, but 
we assume that if the registered words clearly carried deception, 
and if their use really represented to the purchasers that the 
article was something essentially different from the thing which 
they actually received, the courts would not enforce any ex- 
clusive rights under such registration, both because plaintiff 
would come into court with unclean hands (California Co. v. 
Stearnes, C. C. A., 6-73 Fed. Rep., 812, 816), and because such 
words could not be within the fair contemplation of the act, 
when it refers to “any mark . . . which was in actual, and 
exclusive use as a trade-mark, etc.” The inquiry whether 
the mark is deceptive and misleading is not dissimilar to the 
question whether the same words constitute the distinctive name 
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of another article, which question we have conside-ed in our 
opinion in United States v. Coca Cola Co., this day filed; but 
there may be some such special force in the words “distinctive 
name” found in the pure food law that a mark might be thought 
dec., tive or misleading even though it \.as not the “distinctive 
name of another article.” Hence, the point requires, in this 
case, further cons‘deration. 

The argument is that the use of the name, “Coca-Cola” 
implies to the public that the syrup is composed mainly or in 
essential part of the coca leaves and the cola nut; and that this 
is not true. The fact is that one of the elements in the composi- 
tion of the syrup is itself a compound, made from coca leaves 
and cola nuts. This element becomes a flavor for the complete 
syrup and is said to impart to it aroma and taste characteristic 
of both. This flavoring element is not in large quantity (less 
than two per cent), but it is impossible to say that it does not 
have appreciable chemical or physiological effect upon the com- 
pound. The question then is whether the use of the words is 
a representation to the public that the syrup contains any more 
of coca or cola than it really does contain. 


We think it clear that whether the claimed trade-mark is 
so descriptive of something else as to be deceptive must be 
decided as of the time of adoption. It can not be that rights 
once lawfully acquired by exclusive appropriation can be de- 
feated by subsequent progress of public knowledge regarding 
some other substance of similar name. It is undisputed that 
during the period of a few years before 1892, while this name 
was coming into public knowledge in connection with plaintiff’s 
product, little or nothing was popularly known about either 
coca leaves or cola nuts, although existing technical or cyclopedia 
publications gave information. It is not important whether 
Pemberton’s original form, “Coca Cola Syrup and Extract” was 
so descriptive as to be deceptive if applied to a compound not 
composed mainly of these ingredients. The name in which trade- 
mark rights have been acquired is the compound name “Coca 
Cola,” and this name may not for all purposes be the same as if 
it were “Extract of Coca and of Cola.” (1) Neither of these 


(1) But see Coca Cola Co. v. American Co., 200 Fed. Rep., 107, 
where Judge Lacombe thinks this form to be an infringement [Re- 
porter, Vol. 2, p. 307]. 
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words alone had any absolute complete meaning, but when the 
words were put together to make the compound term, the ambigu- 
ity of meaning was intensified. If coca was spoken of, the refer- 
ence might be to the leaves, or to a decoction or to an extract; 
“coca” might refer to the nuts or to a powder or to a paste or 
a fluid; and so, when the public first saw the name “Coca Cola” 
it could not know, as we said in the accompanying case, whether 
the substance was medicine, food or drink, or whether it was in- 
tended to swallow, smoke or chew. One who had all the exist- 
ing available information could only infer that the new sub- 
stance, whatever it was, had some connection with these two 


foreign things. The case would be somewhat different if each 
of the two named elements was itself definite and certain, but 
neither is. To illustrate by more common substance: sage is a 


shrub, used in various ways; the almond is a nut, eaten raw or 
prepared in numerous methods. The compound name “Sage-Al- 
mond” as a label, would convey a very indefinite idea, if any, as to 
what would be found when the package was opened; and if we 
assume that “Sage-Almond” turned out to be a drink in connec- 
tion with which sage leaves and almonds had been used, we 
have, in this illustration, a close analogy to Coca Cola; yet, this 
name, applied to a soda fountain beverage, would not deceive 
the public into supposing that it contained all the virtues of sage 
tea and all of the nourishment of the almond nut meats. Such 
an article could honestly enough carry the supposed name “Sage- 
Almond”; and after twenty years exclusive use of the name it 
would not still be common property. A new-comer might right- 
fully sell (e.g.), “Sage Tea with Almond Flavor”; he might not 
take the peculiar, precise and really arbitrary compound name. 
Plaintiff’s counsel say, and so far as we see accurately say: 
“The use of a compound name does not necessarily . . . indicate 
that the article to which the name is applied contains the substances 
whose names make up the compound. Thus, soda water contains no 
soda; the butternut contains no butter; cream of tartar contains no 
cream; nor milk of lime any milk. Grape fruit is not the fruit of the 
grape; nor is bread fruit the fruit of bread; the pineapple is foreign 


to both the pine and the apple; and the manufactured food known as 
grape nuts contains neither grapes nor nuts.” 


Many names which, as to the claim that they are so de- 
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scriptive as to be deceptive in the manner in which they are 
used must be classified with Coca Cola, have been sustained 
as proper trade-marks. The Court of Appeals of New York 
thought that “Sliced Animals” was not merely descriptive and 
was capable of exclusive appropriation (Selchow v. Baker, 93 
N. Y., 59). The same Court considered “Bromo Caffeine.” 
Defendant in that case insisted that he should call his product 
“Bromo Caffeine” because it was, and because plaintiff could 
not adopt, as a trade-mark, the words so indicating the composi- 
tion of the article. It was decided that while the name in- 
dicated a compound of caffeine with some bromide, this indica- 
tion was too vague and indefinite to put the name beyond the for- 
bidden limit. The discussion by Judge Peckham is thoroughly 
applicable to the instant controversy (Keasbey v. Bromo, etc. 
Works, 142 N. Y., 467, 474, 476). A very similar case is that 
concerning “Lacto Bacilline’” (Application of La Societé Fer- 
ment, 81 L,. J. R., 724). (1) In Leonard v. Ludington, 127 Fed. 
Rep., 155, it was specially urged upon the Circuit Court of 
Appeals of the Second Circuit that the name “Carroms’”’ as ap- 
plied to a game resembling billiards was either too accurately 
descriptive or too deceptive and misleading to be exclusively used 
even under the secondary meaning theory; but the contention 
was not upheld. Perhaps the controlling distinction can not be 
better expressed than was done by Judge Showalter when he 
said (American Fibre Chamois Co. v. DeLee, 67 Fed. Rep., 329, 
331); 

“If the said words as here combined have any sense as descriptive 
of the class of goods in question, it is not so pronounced, obvious and 
usual as to make said combined words unfit, inappropriate or misleading 
as a name, sign or mark of origin of complainant’s goods.” 

Cases like Standard Co. v. Trinidad Co. (220 U. S., 446) 
|Reporter, Vol. 1, p. 10], are sharply distinguishable. In that 
case, it was found as a fact that the word involved, “Rubberoid” 


(1) This case is more fully reported in the Official Journal of the 
Patent Office, Reports of Patent and Trade-Mark Cases, Vol. 29, before 
Justice Joyce at p. 149, and on appeal, at p. 407, where Justice Joyce was 
reversed. These reports are in the old English method, and the dis- 
cussions between court and counsel cover every phase of the question. 
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was in common dictionary use as an adjective, so that it was 
merelydescriptive. There was no room for it to carry any arbi- 
trary character in addition. This feature, with its attendant dis- 
tinction, is typical of the cases relied upon by appellant. When 
it can not be said that the words “Coca Cola” from 1895 to 1905 
gave to the public “Reasonably accurate and tolerably distinct 
knowledge as to what the ingredients” (1) were, these cases relied 
on by appellant lose their pertinence. 

We conclude that the name Coca Cola as applied to plain- 
tiff’s product, while undoubtedly suggestive, is not so substan- 
tially and really deceptive as to invalidate the mark. 

4. Closely connected with what has been said, but separately 
urged by defendant, is the claim that because in compounding its 
product defendant has used coca leaves in considerable quantity 
and has used real cola nuts to furnish the caffeine, it must be 
permitted to call its article “Coca Cola.” This is really another 
aspect of the matter already decided. If the name is not so 
substantially and definitely descriptive (rather than suggestive) 
as to be deceitful if employed where the supposed description is 
not true, it follows that the name is not so merely descriptive that 
its use remains of common right after public acquiescence for 
twenty years in plaintiff’s exclusive appropriation. Analogy is 
found in the illustration above quoted from counsel. Assuming 
that “Grape Nuts” had been exclusively used for a long period 
as the distinct name of a particular maker’s compound food, could 
a new-comer rightfully take away a part of the established trade 
by using the same name for his new compound, just because it 
contained some nuts and was flavored with grape juice? To us, 
a negative answer seems imperative, and no less so in the instant 
case. 

5. On the accounting before the master, plaintiff did not 
seek damages as such, but asked an award of the profits made 
by defendant. No question arises except that presented by the 
fact that Mr. Fletcher, the general manager of defendant cor- 
>. 


pH; 


poration, received during the infringing period a salary of 


(1) Judge Peckham’s language in Keasby v. Bromo, etc. Works, 
supra. 
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700.00. If defendant was entitled to credit for this salary as a 
part of its operating expenses, there were no profits; if the item 
was an improper credit, there was a balance of profit to be re- 
covered. 

Without question, the defendant was an actual corporation 
organized in the regular way for business purposes. It succeeded 
to Mr. Fletcher’s private business. He actively caused it to be 
organized, and he became and continued president and general 
manager. ‘Two-thirds of the capital was contributed by others, 
and Mr. Fletcher did not have the control of the corporation, 
except by sufferance of the majority of the stockholders. There 
is no claim that the corporation was a mere sham or subterfuge 
brought into existence to cover up his individual activities. Under 
these circumstances and when the only question is the amount 
of profits which the corporation actually made, justice to the 
majority stockholders, if no other reason, requires that his fair 
and reasonable salary be treated like any other disbursement. The 
district judge was right in concluding that there was no profit. 

6. The plaintiff moved to dismiss defendant’s appeal from 
the interlocutory decree for injunction, because the appeal was 
not taken within sixty days; and as this motion raises a question 
of our jurisdiction, it must be considered. The interlocutory de- 
cree awarding injunction and making a reference to take an 
account of damages was entered July 29, 1912. The master’s 
report was filed October 8; defendant excepted, and the final 
order of the court on the exceptions was dated November 25. 
This order made no reference in terms to the order of July 29th, 
and was, in terms, confined to the sustaining of one exception, 
the overruling of another, an adjudication that the plaintiff 
had failed to establish any damages and a disposition of the 
costs. November 11, the defendant had claimed and had been 
allowed “an appeal from the decree of July 29,” and had assigned 
errors thereon, but the citation was not issued nor the bond on 
appeal approved until November 26. Clearly, the decree of July 
29 did not become final until the order of November 25. This 
last order might well have repeated, in terms or by reference, 
the provisions of the order of July 29, so that there would have 
been one complete, final decree, and we think this would have 
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been according to the most careful practice; but the order of 
November 25 necessarily had this effect and operates to redeclare 
the adjudications which, up to that time, had been interlocutory 
and within the control of the court, and which then, for the first 
time, became final. The defendant then had six months within 
which to appeal from any part of this consolidated final decree. 
(Loveland’s Appellate Jurisdiction, 467-8; Grant Co. v. Laird 
Co., 212 U. S., 445.) Inasmuch as the appeal which defendant 
did take was not perfected until after this final decree had been 
entered, we think it may properly be treated as having been taken 
from the decree. No prejudicial irregularity comes from the fact 
that July 29 was named as the date of the decree from which 
appeal was taken and to which error was assigned. It would 
have been absolutely accurate to appeal “from the decree of 
July 29 as re-entered on November 25,” and this is the substantial 
effect of what was done. The same result is reached by con- 
sidering that the time for appeal from the decree of July 29 
(under Section 11 of the Circuit Court of Appeals Act, as dis- 
tinguished from one under section 129 of the Judicial Code) did 
not begin to run until November 25. That the appeal was prayed 
and allowed prematurely and before the effective entry of the 
decree appealed from, is not a fatal irregularity. For this pur- 
pose, these preliminary steps may be treated as speaking as of 
the day when they became fully effective by the perfecting of 
the appeal. The motion to dismiss must, therefore, be denied. 
Upon both appeals, the judgment below is affirmed. 


P. E. SHarpiess Co. v. LAWRENCE, et all. 


(213 Fed. Rep., 423.) 
Third Circuit, April 27, 1014. 


1. UNFAIR CoMPETITION—AWARD OF DAMAGES AND PROFITS. 

The court may, in a proper case of wilful and fraudulent wrong 
award to the complainant the profits derived from acts of unfair 
competition, as well as decree the recovery of damages. 
DAMAGES—MEANING OF TERM. 

An award of damages does not include an accounting of profits; 
and the district court has no right, after affirmance in the court of ap- 
peals of its decree awarding damages to the complainant, to enlarge 


to 
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that decree by directing an accounting of defendant’s profits derived 
from the unfair competition. 

Cross-petitions for mandamus to the United States District 
Court for the Eastern District of Pennsylvania, commanding it 
to reform an order appointing a master to assess damages. De- 
fendant’s petition granted. Complainant’s petition denied. 

For opinion of this court on appeal from the original decree, 
see Reporter, Vol. 4, p. 5. For opinion below, see Reporter, Vol. 
4) oo. Oat. 


Duell, Warfield & Duell, of New York City (C. H. Duell, 
F. P. Warfield, H. S. Duell, and R. W. France, all of 
New York City, of counsel), for W. A. Lawrence. 

H. T. Fenton, of Philadelphia, Pa., for P. E. Sharpless Co 


sefore Gray, BUFFINGTON, and McPHERsoN, Circuit Judges 


Gray, Circuit Judge-——The above entitled cause was an ap- 
peal by the defendant below and a cross-appeal by the complain- 
ant below, from an interlocutory decree in equity, entered March 
24, 1913, on final hearing by the United States District Court for 
the Eastern District of Pennsylvania. The appeal and cross- 
appeal were decided November 24, 1913, by this court, in an 
opinion and decree affirming the decree below and dismissing the 
cross-appeal. 208 Fed., 886 | Reporter, Vol. 4, p. 5]. Thereafter, 
on December 27, 1913, the mandate in this court issued accord- 
ingly and was presented and filed in the court below. 

The action was begun by a bill in equity, alleging two dis- 
tinct causes of action; one of them an averment of ownership by 
complainants of a trade-mark at common law and by force of a 
registration thereof, dated March 27, 1906, for domestic Neuf- 
chatel cheese, with an allegation of infringement thereof by de- 
fendant; and the other of them, an allegation of unfair competi- 
tion in the use by defendant of two certain tin foil package labels 
for said domestic Neufchatel cheese made and sold by it; with 
prayers, specific and general, for equitable relief. 

After issue joined and proofs taken, the cause came on to be 
heard, and was adjudicated by a decree entered March 24, 1913, 
wherein the relief prayed in the bill, as to the first cause of action, 
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viz., the trade-mark, was denied; and the relief prayed as to the 
second, viz., unfair competition, was granted [Reporter, Vol. 3, 
p. 211]. 

Accordingly, the trade-mark, whether at common law or as 
registered, was decreed to be invalid as a basis of the exclusive 
right claimed by the complainant. It was decreed, however, that 
the defendant was guilty of unfair competition in the sale of 
Neufchatel cheese, in respect to the use of two certain labels, 
referred to and described. These labels were adjudged to be an 
unlawful simulation of plaintiff’s label, and to have been used by 
defendant on Neufchatel cheese in willful and fraudulent compe- 
tition with plaintiffs. 

It was further decreed that a perpetual injunction issue, en- 
joining the defendant, etc., from any further use on its packages 
of Neufchatel cheese of said labels, or any like label in imitation 
of plaintiff’s label. The decree then closes as follows: 

“That the complainant recover of the defendant damages sustained by 


said complainant from the unlawful acts of the defendant herein ad- 
judged, in its use of said two labels recited in paragraphs 2 and 3 hereof, 


in the packaging and sale of Neufchatel cheese, together with its costs 
oi suit in this behalf expended, with leave to complainant to apply here- 
after for a reference to a master to ascertain and assess said damages, 
should it be so advised.” 

Thereupon the defendant appealed to this court from so 
much of said decree as adjudged the charge of unfair competition 
against it; and plaintiffs, by cross-appeal from so much of the 
decree as adjudged the issue of a technical trade-mark against 
them. Said appeal and cross-appeal came on to be heard in this 
court, and were disposed of in an opinion which referred to the 
distinct causes of action, as follows: 


“In this proceeding, William A. Lawrence & Son sought relief against 
the P. FE. Sharpless Company, averring (1) infringement of a trade-mark, 
and (2) unfair competition. The decree adjudged the trade-mark in- 
valid, but granted an injunction on the second ground. Each party has 
appealed from the decree, the plaintiffs from so much of it as declares 
their trade-mark invalid, and the defendant company from so much as 
restrains the unfair competition.” 


Pursuant to its opinion, this court, on the 24th day of Novem- 
ber, 1913, made its decree, affirming the interlocutory decree 
aforesaid, and dismissing said cross-appeal, and on the 27th day 
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of December, 1913, issued its mandate, reciting said decree, con- 
cluding as follows: 


“You are therefore hereby commanded that such execution and fur- 
ther proceedings be had in said cause as, according to right and justice 
and the laws of the the United States ought to be had, the said appeal 
and cross-appeal notwithstanding.” 

After the presentation and filing of this mandate in the trial 
court, upon a motion made by plaintiffs for the entry of an 
order appointing a master, and against the objection of the de- 
fendant on the hearing of said motion, the court entered, on the 
19th of January, 1914, the following order: 


“And now, January 19, 1914, on motion of Duell, Warfield & Duell, 
attorneys for the plaintiffs in the above entitled cause, for the appoint- 
ment of a special master herein, it is ordered and decreed that the case 
be referred to John Douglass Brown, Jr., residing at Philadelphia, as 
special master to ascertain, take, state and report an account of the num- 
ber of packages of Neufchatel cheese made, used or sold by defendant 
under” (the denounced labels), “and also the gains, profits and advan- 
tages which the defendant has received or which have accrued to it from 
infringing upon the rights of the plaintiffs by the manufacture, use and 
sale of Neufchatel cheese under said labels, and the damages which the 
plaintiffs have suffered by said infringement.” 

Thereupon the present petition, sworn to and subscribed in 
behalf of the defendant, was presented to this court on the 5th 
day of February, 1914. An order on the plaintiffs to show cause 
was granted by this court on the 3d of March, 1914, and an 
answer pursuant to said rule filed by them. In this answer, the 


facts set forth in the petition as above recited are not denied. 

It is contended by the petitioner that the decretal order of 
January 19, 1914, above set forth, is in substance a new decree, 
in substitution for paragraph four of the final decree of March 
14, 1913, as affirmed by this court and ordered by its mandate to 
be executed as affirmed ; that said new decree is a radical enlarge- 
ment of the scope of the original decree so affirmed, in that it is 
not limited to a recovery of the “damages which the complainants 
have suffered” from the unfair competition adjudged. It is fur- 
ther contended that the language of the decree so affirmed is the 
correct measure of recovery for unfair competition, and that 
the enlargement of the original decree, so as to include the re- 


covery of gains, profits and advantages in addition to the damages 
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originally adjudged, is applicable only to the infringement of 
trade-marks, as to which the prayer of the bill was denied. 

The latter contention presents some difficulties. In theory, a 
technical trade-mark, like a patent right, is a species of property, 
and when it is invaded or appropriated, the owner thereof is 
entitled, not only to protection from further trespass, but, to the 
recovery of the profits issuing therefrom, as incident to and a 
part of his property right. In suits for unfair competition, on 
the other hand, the complaint is not of an appropriation of a 
property right, but of a tort committed by the defendant, in that 
his conduct has been unlawful by reason of the consequential in- 
jury to the plaintiff. In such a case, it is contended-the recovery 
should be for damages actually suffered by the plaintiff, and for 
those only, the wrong complained of being somewhat analogous 
to that which would be the basis of an action on the case at com- 
nion law. 

It is true, however, as contended by the plaintiffs below, that 
courts of equity, in granting injunctive relief in cases of unfair 
competition, have sometimes decreed that the plaintiffs should 
recover of defendant, not only damages, but the profits, gains and 
advantages that have accrued to the defendant by reason of his 
unfair competition. Such an enlargement of the scope of the 
decree is generally made on the ground that the unfair competition 
is adjudged to have been willful and fraudulent, and the recovery 
of profits in such cases is a punitive addition to the ordinary de- 
cree of compensatory damages. A number of cases have been 
cited in the brief of plaintiffs below, where, under these circum- 
stances, an accounting of profits has been allowed in cases of un- 
fair competition. We have examined all of them, and it is to be 
observed that in almost every case the recovery of such profits 
was included in the decree in addition to the recovery of damages, 
and in none of them was the precise question here presented dis- 
cussed. The distinction between the recovery of damages and 
profits was thus recognized. 

Plaintiffs have quoted the following language of this court 
in Rowley v. Rowley, 193 Fed., 390, 113 C. C. A., 386 [ Reporter, 
Vol. 2, p. 261]. 


“The general rule undoubtedly is that, on such a reference in a case 
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of unfair competition, it is the duty of the master to fairly take an ac- 
count of profits realized by the defendant upon all articles of goods manu- 
factured or sold by him under the conditions of unfair competition, as 
established by the decree of the court.” 


In view of the purpose for which it was cited, this language 
might be somewhat misleading. It is therefore necessary to state 
what was before the court in that case. The court below had 
only decreed an injunction. From this decree an appeal was 
taken. Pursuant to direction of this court, the decree was 
modified by the court below, and it was adjudged that the plain- ty 
tiffs recover from the defendant, not only damages sustained 
by reason of unfair competition, but also profits realized thereby. 
Reference was made to a master for an accounting of damages 
and profits, in accordance with the decree. The case finally 
came before this court again, on an appeal involving exceptions 
to the master’s report. It will be seen, that in using the 
language above referred to, this court was dealing with a case 
in which there was a decree in the court below for both dam- 
ages and profits. 

What we conclude from the cases cited is, that courts of 
equity in cases of unfair competition may, upon what seems to 
them sufficient grounds, include in their decrees an account- 
ing of profits as well as an award of damages. We think, how- 
ever, that the distinction between a decree for the recovery of 
damages and one for the recovery of profits, should not be lost 
sight of, and in general is not lost sight of, and that the latter 
is not included in the former. 

In the present case, the decree of the court below, as it was 
affirmed by this court, was for the recovery of the “damages 
sustained by said complainant from the unlawful acts of the de- 
fendant herein adjudged in its use,” etc, . . . “with leave 
to apply hereafter for a reference to a master to ascertain and 
assess said damages.” 

This brings us to the real question in the case. We do not 
see why this plain and intelligible language should be subject 
to any process of interpretation. It concerns the administra- 
tion of justice and affects the interest of litigants, that the plain 
and obvious meaning of the language of a judgment or decree 
should be upheld. The word “damages,” as a word of art, has 
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a clear and definite legal meaning. It is defined by Bouvier to 
be “the indemnity recoverable by a person who has sustained an 
injury either in his person, property or relative rights through 
the act or default of another.” The word has also been de- 
fined as “a sum of money adjudicated to be paid by some person 
to another as a compensation for a loss sustained by the latter 
in consequence of an injury committed by the former.” 


These and other definitions given by the courts, though in 
varying language, all include the concept of indemnity or com- 
pensation for actual loss. It is a legal term of clear import, and 
an unnecessary and harmful confusion of thought would ensue 
from treating it otherwise. In the recent case of the Pennsyl- 
vania Railroad Company vy. International Coal Company, 230 
U. S., 184, 33 Sup. Ct., 893, 57 L. Ed., 1446, the Supreme Court 
of the United States, in dealing with the eighth section of the 
act to regulate commerce, giving a right of action to a shipper 
injured by any act of a common carrier prohibited by the statute, 
and making “such common carrier . . . liable to the person 
injured thereby for the full amount of damages sustained in con- 
sequence of any such violation of the provisions of the act,” 
used this significant language: 


“The statute gives a right of action for damages to the injured party, 
and by the use of these legal terms clearly indicated that the damages 
recoverable were those known to the law and intended as compensation 
for the injury sustained.” 


We are of opinion, therefore, that this court, in affirming the 
decree of the court below, “that the complainant recover of 
defendant the damages sustained by said complainant from the 
unlawful acts of the defendant herein adjudged,” did not and 
could not do otherwise than impute to the words, “damages 
sustained by said complainant,” the legal meaning attaching 
thereto, as above indicated. The decree, therefore, was fixed 
and determined by the affirmance of this court, and could not 
be changed or amended by the court below. It was not compe- 
tent for the court below, by the so-called decretal order, to treat 
the word “damages” as a generic term, including more than 
actual pecuniary damage suffered by the plaintiffs, and to so 
enlarge its scope as to include elements not contemplated by the 
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decree as we have affirmed it. If profits, as well as damages, 
were to be recovered, they should have been included in the 
decree, and as we have above indicated, it was quite within the 
competency of the court, upon finding willful and fraudulent 
competition, to have so decreed. 

It is not a question now, whether such profits could or 
should have been so awarded. We are dealing merely with the 
question, whether the plain meaning of the decree, as entered 
in the court below and affirmed by this court, can be practically 
altered by a decretal order instructing the master as to the 
measure of damages. The decree can only be enforced as it 
was understood by this court in affirming it. The command of 
the mandate of this court, “that such execution and further 
proceedings be had in said cause, as according to right and 
justice and the laws of the United States ought to be had, the 
said appeal and cross-appeal notwithstanding,” did not there- 
fore authorize the court below to depart in any respect from 
the judgment of this court. The court below had no authority 
to make its so-called decretal order of January 19, 1914, in re- 
gard to gains, profits and advantages which the defendant had 
received, by infringing upon the rights of the plaintiffs. 

Counsel for the plaintiffs below dwelt much upon certain 
language used in the opinion delivered by this court in affirming 
the decree of the court below. The language in question is as 
follows: 

“But we do not feel bound to pass upon the validity of the trade- 
mark. The question presented—namely, the generic character of the 
device—is of some nicety, and in a case that called for its decision would 
need close examination and discussion. We must not be understood as 
intimating any opinion, or even any prepossession, either for or against 
the view adopted by the district judge; we merely state our opinion, that, 
as the plaintiffs have obtained full relief against the defendant, they are 
not entitled to insist that it should be based upon one ground rather 
than upon another.” 

We do not think the language quoted justifies the contention 
of the plaintiffs below, that this court intended that they should 
have the same relief in this case as though they had established a 
technical trade-mark. This court was affirming the decree of 
the court below, which declared invalid plaintiffs’ trade-mark, 
but disclaimed intimating any opinion for or against the view 
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adopted by the District Judge, because it was of opinion that the 
plaintiffs had obtained full relief against the defendant. What 
that full relief was, in the opinion of this court, is stated in the 
language following that referred to above: 


“The essential matter is, that the defendant has been restrained from 
using the labels complained of, and for the present the plaintiffs must be 
content with that fact.” 

It was, therefore, the injunctive relief which this court had in 
mind, as the full and complete remedy in the plaintiffs’ case. No 
question had been raised, either in the court below or in this 
court, as to any distinction between the recovery to be had in 
cases for infringment of registered copyright, and those for un- 
fair competition. The inclusion of profits in the ascertainment 
of damages was an afterthought, so far as this court was con- 
cerned. 

In view of what has been said, it is unnecessary to discuss at 
length the counter-petition of the plaintiffs for a mandamus, 
directing the court below to reform its decretal order so as to 
provide that the master appointed to take an accounting of the 
profits made by the defendant and the loss suffered by the plain- 
tiffs, should take such accounting with regard to all cheese of 
every kind sold by the defendant under labels containing the 
representation of a cow, in infringement upon the plaintiff’s 
trade-mark. The petition in this respect is founded upon the 
contention, that this court has held petitioners entitled to the 
same relief as though they had established the validity of their 
technical trade-mark, and are therefore entitled to an accounting 
with reference to all cheese sold by the defendant under labels 
containing the representation of a cow. The sufficient answer, as 
indicated above, is that this court has not so held, and that the 
decree as affirmed by this court deals entirely with unfair com- 
petition as to Neufchatel cheese. The counter-petition of plain- 
tiffs for mandamus is therefore dismissed, and it is ordered that 
a mandamus as prayed for by the defendant be issued. 
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Cuiip Bar Mec. Co. v. STEEL PrRoTecTED CONCRETE Co. 
(213 Fed. Rep., 223.) 
Third Circuit, April 18, 1914. 
UNFAIR COMPETITION—THREATS OF SUIT FOR INFRINGEMENT OF PATENT, 
_. The owner of a patent is within his rights in giving notice of in- 
fringement by a competitor and threatening suit therefor against the 
customers of the competitor, if he acts in good faith, especially when he 


has a suit pending in the same district for infringement of the pat- 
ent. 


Appeal from an order of the United States District Court 
for the Eastern District of Pennsylvania, denying a motion for 
a preliminary injunction. Affirmed. 

For opinion of the court below, see Reporter, Vol. 4, p. 89. 


E. H. Fairbanks, of Philadelphia, Pa., for appellant. 
Joseph C. Fraley, of Philadelphia, Pa., for appellee. 


Before Gray, BUFFINGTON, and McPHERsSON, Circuit Judges. 


J. B. McPuHErson, Circujt Judge—A motion was made to, 


dismiss this appeal, but (as we think the decree should be 
affirmed) we need not consider the ground on which the motion 
is based. 

The facts of the dispute appear with sufficient fullness in 
the satisfactory opinion of the District Court. Clip, etc., Co. v. 
Steel, etc., Co., 209 Fed., 874 [Reporter, Vol. 4, p. 89]. The 
Concrete Company seems to have been acting strictly within its 
legal rights, so that the only question for consideration now is 
whether the court below exercised its discretion properly in 
refusing a preliminary injunction. An examination of the rec- 
ord discloses no good reason for criticism, and leads us to con- 
clude that the decree complained of should be sustained. As 
appears from Judge Thompson’s opinion, the injunction was 
refused upon the following grounds: 


“It nowhere appears on the record that the notices given to the 
plaintiff's customers were not in good faith, or that they were false or 
malicious, or for the purpose of destroying the business of the plain- 
tiff. To the contrary, the defendant, so far as appears, believing its 
claims to be valid, has proceeded to bring suit in this dictrict to establish 
infringement. Under these circumstances, it must be held for the pur- 
poses of the present motion that the defendant is acting within its rights.” 


The motion to dismiss is refused, and the decree is affirmed. 
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UNITED STATES DISTRICT COURT 


Unitep Lace & Braip Mec. Co. v. BartHets Mee. Co. 
(213 Fed. Rep., 535.) 
Eastern District of New York, April 27, 1914. 


1. INFRINGEMENT—PLEADING—BILL OF PARTICULARS. 

In a suit for infringement of trade-mark and unfair competition, 
the complainant will not be compelled to furnish a bill of particulars 
as to matters relating to the defendant’s business and therefore pe- 
culiarly within the latter’s knowledge. 

. Brn, oF PARTICULARS—NAMES OF WITNESSES. 

A complainant will not be required to disclose in a bill of par- 
ticulars the names of witnesses who he alleges were deceived into 
buying the defendant’s goods, as and for the complainant’s. 


to 


In equity. On motion for further bill of particulars. De- 
nied. 


Littlefield & Littlefield, of New York City (Eugene A, 
Kingman, of Providence, R. I., of counsel), for plain- 
tiff. 

Wingate & Cullen, of New York City (Conrad Saxe Keyes, 
of New York City, of counsel), for defendant. 


CHATFIELD, District Judge.—Suit has been brought upon 
a trade-mark, and also upon claims of established property rights 
in a recognized trade-name. The defendant is charged with 
infringement of the trade-mark, and with intentional sale of 
articles palpably imitating in appearance and labels the goods of 
the parties owning the trade-mark. 


A motion for judgment upon the face of the complaint in 
this action was denied, without memorandum discussion of the 
points raised, which included a claim that the word filed as a 
trade-mark was merely descriptive and could not be made the 
subject of a valid trade-mark, and also that the name given to 
the defendant’s goods, and the form in which they were placed 
on the market, with the labels affixed thereto, were not in them- 
selves sufficiently like those of the plaintiff to constitute infringe- 
ment, or to be the basis for a charge of unfair competition by 
substitution or deception through similarity alone. The determi- 
nation of this motion might be merely a holding that the ques- 
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tions should be reserved for final hearing, or the court may have 
considered the objections raised to be insufficient as defenses. 

Immediately after the decision of the prev‘ous motion, 
the defendant moved for a bill of particulars showing (1) the 
names and addresses of those persons who were said to be 
selling the defendant’s product at a wholesale price less than 
that of the plaintiff, in transactions where substitution and de- 
ception were alleged to have been practiced; and (2) the names 
and addresses of the persons who were alleged in the complaint 
to have been actually deceived in making such purchases. The 
plaintiff thereupon served a bill of particulars, specifying that 
the persons making deceptive and substituted sales were the de- 
fendant and its agents and jobbers, that the places where this 
was done were peculiarly within the defendant’s knowledge, and 
that at least 18 jobbers and dealers located in Boston, Mass., 
and New York City, were known to have substituted and palmed 
off the defendant’s product upon orders calling for the plaintiff’s 
goods. 

This bill of particulars also stated that five persons, dealers 
in the plaintiff’s goods, had been induced to believe that the label 
used by the defendant was a new spelling for the plaintiff’s label. 
Whereupon this application was made te the court for a further 
bill of particulars containing the names of these eighteen jobbers, 
the five persons who had been deceived in their purchases, the 
places and addresses where wholesale sales were made for less 
than the plaintiff’s prices, and where persons had been deceived, 
with the alternative provision that, for failure to furnish the 
infromation, the plaintiff be precluded from introducing evi- 
dence up those matters. 


In so far-as the motion is merely an attempt to secure 
the names of witnesses or the details of the plaintiff's evidence, 
it should be denied. But, apart from this, the knowledge of 
where, to whom, and under what conditions, sales have been 
made by the defendant at wholesale prices, are matters known 
to the defendant much better than to the plaintiff. In the trial of 
a suit in equity, even under the present rules, no hardship would 
seem to be involved in refusing to give to the defendant informa- 
tion of just when, where, and how it has dealt with its own cus- 
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tomers. The opportunity for fair hearing and cross-examination 
can be amply protected. Curtis v. Phelps (D. C.), 209 Fed., 261. 

It is further doubtful how the plaintiff could introduce 
independent acts of third parties in palming off cheaper goods, 
instead of those asked for, unless the sale was effected merely 
by the resemblance of the articles. If actual deception and fraud 
is committed by the willful misrepresentation of a tradesman, 
that would not be the act of the defendant. In so far as the 
sales complained of are wholesale transactions, made possible 
by a salability or public demand for the plaintiff’s goods, or in 
so far as the purchases were by customers who supposed they 
were buying the goods known to them as the plaintiff’s, the case 
will turn upon the similarity of appearance and capability for 
substitution of the one article for the other, united with a com- 
parison of prices, or upon the similarity of wrapping and labels, 
including the trade-mark and questions concerning the validity 
thereof. These questions will involve the same propositions 
that have already been considered in the previous motion. There 
is no allegation that the defendant has, through its servants or 
agents, substituted or palmed off any article for that of the 
plaintiff, except as the articles would supply the same demand 
and as the casual purchaser might be deceived. 

No allegation of damage for the loss of any particular 
sale is pleaded; nor is there any claim of breach of warranty or 
damage to any customer set up as a cause of action. It will 
undoubtedly be better to consider the questions raised upon the 
previous motion at final hearing, even though the testimony, 
in so far as it is other than that within the defendant’s reach or 
control, may be substantially nothing more than was shown or 
indicated by the allegations of the pleadings. 

As to the five persons who it is claimed were deceived, and 
purchased the defendant’s goods thinking they were the plain- 
tiff’s, the court fails to see why their names should be dis- 
closed in advance of trial. If their testimony has to do merely 
with the alleged deceptive or imitative qualities of the defend- 
ant’s goods, then cross-examination and testimony to the con- 
trary is all that the defendant can interpose. If investigation of 
and interviews with the witnesses themselves is what is desired, 
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it would be unsafe generally to grant such a bill of particulars. 

The occurrence itself—that is, the making of the sale—would 

not be the point under investigation. To subject such witnesses 

to conflicting interviews by both sides, in advance of trial, opens 

the way to more difficulty than it ordinarily accomplishes good. 
Motion for further bill of particulars denied. 





NATIONAL CARBON Co. v. BricHt STaR BATTERY Co. 
Southern District of New York, July 10, 19rd. 


TRADE-MARK INFRINGEMENT—CONFLICTING MARKS. 
“Mars-Chlor” is an evident infringement on ‘“Merchlor.” 
“Mars-Tun” is not obviously an infringement on “Tungsten,” but 
where the evidence shows it is in fact used for purposes of substitu- 
tion, its use will be enjoined. 
In equity. On motion for a preliminary injunction. 
Granted. 


Harry D. Nims, of New York City, for complainant. 
Henry D. Williams, of New York City, for defendant. 


Hanp, D. J.—‘Mars-Chlor” is certainly an infringement of 
“Merchlor” and no justification is suggested for its use; it must 
be enjoined. If ‘“Merchlor” be descriptive I cannot see it, and 
nothing of the sort is mentioned in the papers. 

“Mars-Tun” is less obviously an infringement of “Tung- 
sten,” but the affidavits, wholly undisputed, show that it is in 
fact used for substitution. “Tungsten” is itself a word rather 
descriptive, at least by suggestion, but it is not fully descriptive. 
[ should have some doubts of it independently of the affidavits, 
but not if they be true. Assuming that it has a secondary mean- 
ing, so far as it is descriptive, it may be protected. Looking at 
the history of the defendant’s make-up, first “Mars-Tungsten,” 
then “Mars-Tun,” no one can suppose the name to be retained 
for any reason other than a desire to filch a little trade by the 
similarity of name. The syllable “Tun” will be enjoined. 

I think that the numbers 1600 and 1700 in their positions 
fall with the rest. No reason is given for adding just these 
numbers just there. The numbers in the position in question 
will be enjoined. 


os 
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Coloring, lettering, shape, size, carton and other make-up 
may all be retained. Any deliberate substitution is denied; no 
order will go against it. The denial does not excuse the use 
of ‘“Mars-Chlor” and “Mars-Tun,” however, in view of the un- 
contradicted proof that substitution has been practised by others, 





KANSAS CITY, MISSOURI, COURT OF APPEALS 
FURNITURE Hospital v. DoRFMAN. 


(166 Southwestern Rep., 861.) 


UnFaiR CoMPETITION—DESCRIPTIVE TERM. 

The designation “Furniture Hospital,” applied by the complainant 
to its business of repairing furniture is such a novel and striking 
designation for an undertaking of that character, that when the 
plaintiff has built up a trade under that name, it becomes entitled to 
protection in the use thereof. A petition alleging these facts, and al- 
leging further that defendant, by the use of the same term, is di- 
verting the complainant’s trade states a good cause of action. 

Appeal from a judgment of the Jackson county circuit 
court, in favor of defendant on demurrer. Reversed. 


T. A. Frank Jones, of Kansas City, for appellant. 
Block & Block, of Kansas City, for respondent. 


TRIMBLE, J—This is a suit by the Furniture Hospital, a 
corporation, to enjoin defendant from the use of the name “New 
York Furniture Hospital” in connection with his business of 
furniture repairing at No. 1704 Troost avenue, Kansas City, 
Mo., on the ground that the name “New York Furniture Hos- 
pital” by the respondent was an unlawful use of plaintiff’s trade- 
name the “Furniture Hospital,’ and constituted unfair compe- 
tition as against the appellant herein. The circuit court sus- 
tained a demurrer to the petition, on the ground that it did not 
state facts sufficient to constitute a cause of action, and, on 
plaintiff’s refusing to plead further, rendered judgment in favor 
of the defendant, and plaintiff thereupon appealed. 

The petition alleged that it was a corporation, and since 
1904 it had been conducting at 1301 East Twelfth street, Kansas 
City, Mo., the business of furniture repairing under the name of 
the “Furniture Hospital,” and that about March, 1913, defend- 
ant began a similar business about a quarter of a mile distant 
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from plaintiff's shop which he carried on under the name of the 
“New York Furniture Hospital”; that, by reason of plaintiff’s 
long use of the name “Furniture Hospital,” and its advertise- 
ment thereof, and the consequent identification of plaintiff’s 
business with that name in the mind of the trading public of 
Kansas City, plaintiff is entitled to the exclusive use of the 
name “Furniture Hospital” in Kansas’ City for the business of 
repairing furniture; “that the use of the name ‘Furniture Hos- 
pital’ was intended by defendant, and apart from his intention 
was likely to and did confuse and mislead the trading public 
and attract plaintiff's customers to defendant’s shop; and that it 
constituted unfair competition, and is contrary to equity and 
good conscience.” The petition further stated that by such un- 
fair competition, and by the wrongful assumption and use of 
plaintiff’s trade-name, defendant is diverting to his shop many 
of plaintiff’s customers deceived by his use of the name, and has 
obtained business which would have come to plaintiff amount- 
ing to $1,000. 

There is no claim on the part of plaintiff that there has been 
a violation of a technical trade-mark, but that under the cir- 
cumstances plaintiff has a right to designate his business by 
the name “Furniture Hospital,’ and that defendant has no 
right to give his business such a similar designation as will 
enable him to deceive and mislead the public into thinking they 
are dealing with plaintiff. In other words, plaintiff claims that 
defendant is violating the rule against unfair competition which 
consists in passing off, or attempting to pass off, the goods or 
Lusiness of one person as and for the goods or business of an- 
other. In such case, no exclusive proprietary interest in the 
trade-name is necessary to relief, while in trade-mark cases an 
exclusive right is necessary, and this seems to be the principal 
distinction between the two. 38 Cyc., 763. 

Trade-names are divided into exclusive and nonexclusive 
trade-names. The former are protected upon the same prin- 
ciples that trade-marks are. Nonexclusive trade-names are 
such names as are publici juris; that is, open to or exercisable 
by all persons in their primary sense, but which in a secondary 
sense have come to indicate the business of a particular trader. 


pt 
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38 Cyc., 765. The name which plaintiff in this case seeks to 
protect is that of nonexclusive trade-name in its secondary mean- 
ing. In 38 Cyc., 769, it is said: ‘Words or names which have 
a primary meaning of their own, such as words descriptive of 
the goods, or the place where they are made, or the name of 
the maker, and which are not capable of exclusive appropriation 
as a trade-mark, may nevertheless, by long use in connection 
with the goods or business of a particular trader, come to be 
understood by the public as designating the goods or business of 
that particular trader. Such words have both a primary and 
secondary meaning. In their primary descriptive sense they are 
publici juris, and all the world may use them; but they must be 
used in such a way as not to falsely convey the secondary 
meaning, for this would constitute unfair competition as tend- 
ing directly to pass off the goods or business of one man as 
and for that of another. This is what is known as the doc- 
trine of secondary meaning. Its perception by the courts was 
the genesis of the law of unfair competition as distinguished 
from technical trade-marks. In all this class of cases, where 
the word, name, or other mark or device is primarily publici 
juris, the right to relief depends upon the proof. If plaintiff 
proves that the name or word has been so exclusively identified 
with his goods or business as to have acquired a secondary 
meaning so as to indicate his goods or business, and his alone, 
he is entitled to relief against another’s deceptive use of such 
terms. If he fails in such proof, he is not entitled to relief. 
There is an exclusive right to the secondary meaning of a name, 
which has been deemed a property right, in the same sense that 
technical trade-marks are property. This exclusive right is 
strictly limited to the secondary meaning of the word.” 

As to what will constitute unfair competition by the un- 
lawful use of a nonexclusive trade-name in its secondary mean- 
ing, no inflexible rule can be laid down. Each case is, in a 
measure, a law unto itself. Unfair competition is always a ques- 
tion of fact. The question in every case is whether or not, 
as a matter of fact, the name adopted by defendant has previ- 
ously come to indicate plaintiff’s business, and whether the public 
is likely to be deceived. 38 Cyc., 779; Sartor v. Schaden, 125 
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Iowa, 696; loc cit., 701, 1o1 N. W., 511; Atlas Assur. Co. v. 
Insurance Co., 138 Iowa, 228, loc. cit., 232, 112 N. W., 232, 114 
N. W., 609, 15 L. R. A. (N. S.), 625, 128 Am. St. Rep., 189; 
O’Grady v. McDonald, 72 N. J. Eq., 805, loc. cit., 807, 66 Atl, 
175. 

Of course this rule is qualified by the further rule that 
names which are mere descriptive terms of the business and 
generic in their nature are not capable of being appropriated by 
any one. Hence, if the name sought to be protected and claimed 
to be infringed upon and unfairly used is one which may be 
used by every one in an honestly descriptive and nondeceptive 
manner, the court may declare, as matter of law, that there can 
be no unfair competition in the use of such terms. For in- 
stance, no one could appropriate the name of “Swedish Snuff 
Store” or “Felt Hat Store,” “Law Book Store,” “Divinity Book 
Store,” or any such name as would simply notify the public that 
a particular class of business or merchandise was carried on 
or kept there. Choynski v. Cohen, 39 Cal., 501, 2 Am. Rep., 
470. 

3ut even descriptive terms may by long use become identi- 
fied in the minds of the public with the business of a particular 
trader, and in such case it is unfair competition for a subse- 
quent trader to use them in such manner as to pass off his busi- 
ness for that of the other. 38 Cyc., 800. If the name adopted 
be an odd, unusual, fanciful, or striking name, it may be ap- 
propriated by a trader, even though it be descriptive of the 
business he carries on. If, for its description of the business, 
it depends upon a figure of speech or an association of ideas, 
and is not merely a literal description thereof, it is a name that 
is subject to appropriation within the limits of the territory 


which the business serves. Such a name is one likely to catch 


the public notice and fancy, to stick like a burr in the memory, 
and is therefore of great value in advertising a public business. 
There is in it an element of originality which will entitle the 
originator thereof to its use as against one adopting it for the 
purpose of securing business by reason of the similarity of the 
name. Because such a name may be descriptive of the business 
is no reason for another and subsequent trader adopting it and 
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thereby appropriating to himself the fruits of the other’s ideas 
and labor in building up a trade thereon. As said in 38 Cyc., 
So1: “It is unnecessary for the subsequent trader to use such 
terms in such a manner as to give his goods the same short name, 
or trade-name, in the market as that of the prior trader’s goods, 
for it is easy to use such terms in some other honestly de- 
scriptive way without injury to any right of either party. Ac- 
cordingly such a use of descriptive terms is unfair, and will be 
enjoined.” And in the same work, 38 Cyc., p. 794, it is said: 
“A dealer coming into a field already occupied by a rival of 
established reputation must do nothing which will unnecessarily 
create or increase confusion between his goods or business and 
the goods or business of his rival. Owing to the nature of the 
goods dealt in, or the common use of terms which are publici 
juris, some confusion may be inevitable. But anything done 
which unnecessarily increases this confusion and damage to 
the established trader constitutes unfair competition. The un- 
necessary imitation or adoption of a confusing name, label, or 
dress of goods constitutes unfair competition. Where there is 
no reason for using a particular name other than to trade upon 
another's good will, such use of the name constitutes unfair 
competition, and will be enjoined.” In other words, it is not 
necessary for the subsequent trader to adopt the odd, unusual, 
and striking name of the prior trader to describe the goods or 
business of the former. He can use descriptive terms which will 
not confuse the public as to the identity of the business carried 
on. And when this is the case, the former name is not un- 
qualifiedly publici juris merely because it may be descriptive of 
the business, but is susceptible of being a nonexclusive trade- 
name with a secondary meaning; that is, a meaning that carries 
with it the signification that it is the business of a particular 
owner. 

Now, an examination of the petition will disclose that it 
contains all the allegations necessary to state a case of unfair 
competition in the use of a nonexclusive trade-name having a 
secondary sense or meaning, provided the trade-name set out in 
the petition is not one so absolutely publicit juris as to be in- 
capable of appropriation by any particular trader. And whether 
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or not the demurrer should have been sustained would seem to 
depend upon the answer to this question. Consequently the 
case, at this stage, comes down to the question whether or not 
the name “Furniture Hospital” is merely descriptive of the 
business, and so entirely devoid of novelty, originality, and strik- 
ing characteristics as not to be capable of being appropriated as 
a trade-name. For, if it is so odd, unusual, striking, and likely 
to catch the public fancy and be retained in memory as to be 
capable of being so appropriated as a nonexclusive trade-name 
with a secondary meaning, then it cannot be said, as a matter of 
law, that by the words “New York” defendant has so clearly 
distinguished his name from that of plaintiff’s as to remove all 
danger of deception to the public and injury to plaintiff’s busi- 
ness. The mere addition of such geographic names as “North 
America,” “Africa,” “Asia,” ete., cannot be declared, as matter 
of law, to constitute such a difference as to make the name so 
altered free from complaint. Creswill vy. Grand Lodge, 133 Ga., 
837, 67 S. E., 188, 134 Am. St. Rep., 231, 18 Ann. Cas., 453. 
Whether the business of a subsequent trader has been so dis- 
tinguished as to prevent any actual or probable confusion and 
deception is a question of fact in each case. While it is presumed 
that the public uses its senses and takes note of differences, yet 
it must be remembered that it is by the adoption of some such 
addition rendering the name similar, but not identical, that unfair 
competition is usually attempted to be perpetrated. Similarity 
will deceive almost as effectually as precise identity, and it is well 
known that nice and careful discrimination between names can- 
not be expected from a busy public. 38 Cyc., 790. 

So that, upon the question of whether a demurrer to the 
petition should have been sustained, the case comes down to 
the inquiry whether or not the name ‘Furniture Hospital’ is 
one that in law is capable of being appropriated as a trade-name 
with a secondary meaning. In our opinion it is, or at least it 
is not such a name so purely descriptive of the business as to be 
wholly publici juris, and to be declared such as a matter of law. 
In the first place it is shorter, more euphonious, and striking 
than the prosy words “repair shop,” suggestive of dust and 


dingy, battered old articles of uncertain age and still more un- 
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certain, doubtful origin and history. There is a novel, figurative 
suggestion and association of ideas in the name “Furniture Hos- 
pital,” bringing to the mind, not only the idea of a homely broken 
article being merely mended and repaired, but also of its being 
tenderly cared for with a loving appreciation of its innate beauty, 
and the possibility of restoring it to its former finish and per- 
fection. A lover of restored antique furniture, much in vogue 
nowadays, would be much more quickly attracted to the name 
“Furniture Hospital,” and more apt to take his ancient mahogany 
there for restoration, than he would to an ordinary “repair shop.” 
He would remember the name longer, too. If the evidence 
shows that plaintiff has built up a trade under such an attractive 
and catchy name, and that the name has not come into such 
common and general use as to lose its power of identifying 
plaintiff’s particular business, and that defendant by the use of 
that name is confusing the public as to the identity of his busi- 
ness with that of plaintiff’s, and the latter is being injuriously 
affected thereby, it would seem that he ought to be protected in 
its use in the locality coextensive with and limited to plaintiff’s 
market. At least he ought to have the opportunity of presenting 
his evidence on these questions, and not be foreclosed by a de- 
murrer to his petition. 

The judgment is reversed, and the cause remanded. All 
concur. 


NEW YORK SUPREME COURT 
SIMPLEX AUTOMOBILE Co. v. KAHNWEILER, et al. 
(147 New York Supp., 617.) 
Appellate Division, First Department, May 15, 1914. 
1. TRADE-MArKs—UseE on Goons or SAME CLASS. 
The right to the exclusive use of a trade-mark is limited to the 
particular class of goods on which the mark has been used, and does 


not limit the right of others to use the mark upon goods of a different 
class. 


2. Goons or SAME CLASS—AUTOMOBILES AND FIRE EXTINGUISHERS. 


Goods are of the same class for trade-mark purposes when they 
can be palmed off upon unsuspecting purchasers, the one for the other. 
Automobiles and fire extinguishers are not goods of the same class 
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and the use of the like mark upon the two articles involves no con- 
flict of rights. 
Appeal from a judgment of the special term, New York 
County, in favor of the plaintiff. Reversed and dismissed. 


Argued before INGRAHAM, P. J., and McLAuGHLIN, 
CLARKE, Scott, and HotcHkiss, JJ. 


Foley & Martin, of New York City (James A. Martin, of 
New York City, of counsel), for appellant. 

Rollins & Rollins, of New York City (Alfred A. Wheat, of 
New York City, of counsel, and Rosmell S. Nichols, of 
New York City, on the brief), for respondents. 


CLARKE, J.—The plaintiff, a domestic corporation, has been 
engaged in the manufacture and sale of automobiles since 1907. 
It adopted and used the word “Simplex” as a trade-name and 
device in the form shown in the record; the distinguishing fea- 
ture being that it is in script and that a flourish is carried from 
the top of the initial “S’’ above and along the full length of the 
word, the end of the flourish producing the crossbar of the final 
letter “x.” This device it uses in and about its business, and 
attaches to the radiator of motor cars manufactured by it. It 
claims no exclusive right to the word “Simplex,” conceding 
that it is in general use.’ It does claim such right to the form 
thereof used by it, but it has not registered the said device as a 
rade-mark. 

The defendants are copartners doing business in the city 
of New York and elsewhere under the trade-name and style 
of David Kahnweiler’s Sons, in the manufacture of fire ex- 
tinguishers. They attach the word “Simplex,” written in ap- 
proximately the same style as used by plaintiff, to their fire ex- 
tinguishers. The plaintiff neither manufactures nor sells fire 
extinguishers. The defendants neither manufacture nor sell 
automobiles. Although the plaintiff concedes that the defendants 
are entitled to use the word “Simplex,” and it has not registered 
the particular device adopted by it, and it is obvious that plain- 
tiff and defendants are engaged in entirely different lines of 
business, manufacturing and selling products as dissimilar as 
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can well be imagined, the special term has restrained the defend- 
ants from the continued use of the device adopted by them upon 
the ground of unfair trade competition. To invoke the equitable 
remedy of injunction against unfair competition, plaintiff must 
first establish that there is competition. The granting of such 
remedy is based upon interference with plaintiff’s customers, the 
diversion of its trade. 


“ “A party may have a property in—that is, an exclusive right to use 
—a ‘name, symbol, figure, letter, form, or device’ to distinguish goods 
manufactured and sold by him from those manufactured and sold by 
others, or to indicate when or by whom, or at what manufactory, the 
article to which it is affixed is manufactured. This property right the 
courts will protect by injunction, and for its invasion the law gives com- 
pensation in damages. It is an infraction of that right, to print or manu- 
facture, or put on the market for sale, and sell for use upon articles of 

merchandise of the same kind as those upon which it is used by the 

proprietor, any device or symbol which by its resemblance to the es- 
tablished trade-mark will be liable to deceive the public, and lead to the 
purchase and use of that which is not the manufacture of the proprietor, 

believing it to be his.” Colman vy. Crump, 70 N. Y., 573. 

“The manufacturer of particular goods is entitled to the reputation 
they have acquired, and the public is entitled to the means of distinguish- 
ing between those and other goods; and protection is accorded against 
unfair dealing, whether there be a technical trade-mark or not. The 
essence of the wrong consists in the sale of the goods of one manufac- 
turer or vendor for those of another.” Elgin National Watch Co. v. 
Illinois Watch Co., 179 U. S., €65, 21 Sup. Ct., 270, 45 L. Ed., 36s. 


But the right to the exclusive use of a trade-mark is limited 
to a use on the particular class of goods upon which it has been 
actually used, and other persons may use even the identical mark 
or name in connection with a different class of goods. Goods are 
in the same class, within this rule, whenever the use of a given 
trade-mark, or name or symbol, would enable an unscrupulous 
dealer to palm off on unsuspecting customers spurious goods as 
being the genuine goods of the proprietor of the trade-mark. 
Church & Dwight v. Russ (C. C.), 99 Fed., 276. 

“Actual or probable deception on the part of customers by reason 


of defendant's practices must appear. Of course there must be actual 
competition before there can be any unfair competition.” 38 Cyc., 759. 





Respondent itself says in its brief: 


“This is not a technical trade-mark case; this is a case of unfair 
trade competition.” 








356 THE TRADE-MARK REPORTER 


Je 


It requires a stretch of the imagination beyond the breaking 
point to conceive of a purchaser intending to buy one of plain- 
tiff’s motor cars being so deceived by defendants’ use of this 
cevice as to buy one of its fire extinguishers instead. It is al- 
most a trade classic for a clerk in a dry goods or druggist’s shop, 
when out of a particular article asked for, to tender “something 
equally as good”; but even the most expert seller of Yankee 
notions would scarcely venture to substitute a fire extinguisher 
for an automobile. There is no evidence to sustain the finding 
of fraud or deception of the public or diversion of trade. 


The judgment appealed from should be reversed, upon the 
law and the facts, and the complaint dismissed for lack of equity, 
with costs to the appellant in this court and at the special term. 
All concur. 


NEW JERSEY COURT OF CHANCERY 


NATIONAL Briscurr CoMPANY v. PaciFic Coast Biscuit Com- 
PANY, et al. 


June 6, 1914. 


1. UNFAIR CoMPETITION—“INERSEAL” LABEL. 

The red label used by the complainant upon the ends of its car- 
tons and displaying the familiar ‘“In-er-seal” trade-mark in white is 
fraudulently imitated by the defendant’s use of a label of like size, 
color and shape, similarly placed and bearing the “Swastika” design in 
white. 

2. TRADE-MARK INFRINGEMENT—“UNEEDA” AND “ABETTA.” 

The word “Abetta,” being manifestly copied after the complain- 
ant’s trade-name “Uneeda” and conveying the same meaning, is an 
infringement thereon. 

3. UNFAIR COMPETITION—DRESSING oF Goops. 

A series of fifteen cartons in use py the defendant considered and 
held to be fraudulent imitations of corresponding packages in use 
by the complainant. 


In equity. On final hearing. Decree for complainant. 


Vredenburgh, Wall & Carey, Charles K. Offield (of the 
Illinois Bar) and Earl D. Babst (of the New York 
Bar), for complainants. 

Collins & Corbin and JVilliam D. Fenton (of the Oregon 
Bar), for defendants. 
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WALKER, C.—The object of this bill is to restrain unfair 
competition in trade. 

The complainant and defendant companies are corporations 
organized under the laws of this state. Both are engaged in the 
same line of trade, the manufacture and sale of bakery products 
The business of the defendant company is confined to the Paci- 
fic Coast States and adjacent territory, while the field of ac- 
tivity of the complainant company is nation-wide. The com- 
plainant’s career commenced in 1898, when it acquired some of 
the leading bakery-plants in the country, with which it began 
operations. It already had a market for its goods, brought to it 
by these plants, and by the exercise of a superior order of scien- 
tific and mechanical intelligence and of commercial acumen and 
industry, acquired a wide and enviable reputation for the high 
quality of its products. A market for these wares was established 
in the defendant’s territory shortly after the complainant started 
business in 1808. 

The principal innovation made in the bakery line by the com 
plainant is that of housing and transmitting to the ultimate con- 
sumer bakery products with a minimum of deterioration, and 
practically as they leave the ovens. This is accomplished by the 
use of paper-cartons. Up to the complainant’s advent, ship- 
ments were mainly in “bulk,” that is, in barrels and wooden 
boxes. Paper-cartons, of the shoe-box style, with loose paper- 
lining, and hermetically sealed tin-boxes, were also used, but 
only to a very limited extent. The tin boxes were commercially 
too costly and the shipment in bulk was objectionable because 
of the tendency of the contents to absorb moisture and deleter- 
ious and offensive odors, and to breakage. Uncleanliness in the 
handling by the retailer was also to be reckoned with. 

The paper-cartons adopted by the complainant were mucl 
smaller than those theretofore used and were of a size to permit 
of sales at popular prices—five and ten cents per package. These 
cartons are constructed by superimposing upon the carton blank, 
made of cardboard, a sheet of wax-paper of the size and shape 
of the blank, which when folded, form a unit-box, and, it is 


said, possess the quality and capacity of preserving the contents 
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equal to the hermetically sealed tin-box. The cartons are of 
various sizes and .shapes, adapted to the forms of the proposed 
contents; and to identify the contents as its products, and to 
distinguish the same from those of other dealers, the complainant 
adopted a trade-mark and a variety of trade-names for its 
various products, and peculiar and distinctive labels and wrap- 
pers to envelop the cartons, all of which, it is claimed, the 
defendant fraudulently simulated, to the injury and damage of 
the complainant’s trade. 

The alleged infringement of fifteen widely different styles 
of cartons and carton-wrappers and applied trade-names, for as 
many kinds of crackers or biscuits; the methods of construction 
of the carton and of the form of bundle-package of assembled 
cartons, as well as the trade-mark, is involved in this litigation. 


The law relating to fraudulent or unfair competition be- 
tween traders is so firmly established and has been so lucidly il- 
lustrated and defined by the courts of England and of this 
country, that extended citation of authorities will be profitless, 
The underlying principle that no man has a right to palm off his 
wares as those of another, thereby cheating the purchasing pub- 
lic and filching the business of a rival, is so essentially an ele- 
ment of natural justice and so solidly imbedded in our juris- 
prudence, that all that is necessary to quicken a court of equity 
is to show that in the particular instance the offense has been 
committed. The cases cited by counsel in their briefs exemplify 
the illimitable conditions and circumstances under which this 
simple doctrine, requiring men to be honest towards each other, 
may be invoked. 

The case of Wirtz v. Eagle Bottling Company, 50 N. J. 
Eq., 164, is a striking example of the adaptation of the principle 
to unfair competition in the use of imitative labels and wrap- 
pers. The opinion in that case so fully covers the whole scope 
of the law applicable to the facts presently to be considered, and 
furnishes so clear a guide, that I am persuaded to quote from it 
in extenso. The complainant, in that case, by his industry and 
fair dealing, had built up a large and valuable trade as a bottler 
of beer and identified his goods by a peculiar and distinctive 
label, which label the defendant substantially copied. Vice- 
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Chancellor Van Fleet, in granting a preliminary injunction, sub- 
sequently made perpetual, at p. 166, said: 


“If we speak with accuracy, these labels can not be called trade- 
marks, but they serve substantially the same purpose. They are the 
marks by which the complainant’s goods are distinguished in the market 
from all like goods put upon the market by other persons, and are, for 
that reason, according to many decisions, just as much under the pro- 
tection of the law as trade-marks are. The law protects them for the 
same reasons and in precisely the same way that it does trade-marks. The 
leading principle of the law on this subject is, that no man should be 
permitted to sell his goods on the reputation which another dealer has 
established in the market for his goods, and this principle applies with 
equal force to the case where the goods of such other dealer are known 
in the market by a label as it does to the case where they are known by 
a mark which is strictly a trade-mark. No dealer can lawfully adopt the 
label of another dealer, or one so near like it as to lead the public to sup- 
pose that the article to which it is affixed was put upon the market by 
such other dealer. Miller Tobacco Manufactory v. Commerce, 16 Vr. 

24. The reasons upon which this rule rests were stated by Mr. Jus- 
tice Knapp, in the case just cited, substantially as follows: While the 
markets are open and free to all, and fair competition should be en- 
couraged, still every dealer must be required, for the protection of the 
public and to promote fair dealing, to depend for his success upon his 
own reputation and the quality of his own productions. If he were 
allowed to deal under false colors and sell his productions for those of 
others, the result would be that he would not only cheat the public, but 
also defraud him whose right place in the market he filled with spurious 


goods. Such competition would not be fair competition—it would be 
closer akin to piracy. 


“The defendant’s labels were prepared under the direction of its 
general manager. He further says, that in designing the defend- 
ant’s labels he had no purpose or design of palming off the defendant’s 
goods for those of the complainant. Admitting all this to be true, it is 
manifest it constitutes no defense. The vital question in cases of this 
kind is not what did the defendant mean, but what has he done? The 
legal quality of an act, resulting in injury, must be decided not by the 
motive with which it was done, but by the consequences which have 
necessarily resulted from it. The law, in civil cases, does not attempt 
to penetrate the secret motive which induced the act brought in judg- 
ment, but judges of its legal quality solely by the consequences which 
have actually and necessarily proceeded from it. It is no less a dictate 
of justice, than of sound reason, that every person must be understood to 
have intended to do just what is the natural consequence of his act de- 
liberately done. 

for it is a matter of common knowledge that the ordinary 
buy er does not, as a general rule, exercise as much caution in buying an 
article for which he pays a few pennies as he does in purchasing a more 
valuable thing. The instances are very rare, I suppose, where a pur- 
chaser exercises as much care in buying a bottle of beer as he does in 
buying a bottle of whiskey, a box of cigars, or a hat or a coat. 

Where, as in this case, the subject-matter of the contro- 
versy is ‘labels, and the question is, whether one is a fraudulent simula- 
tion of the other, the decision must always, to a large extent, be con- 


trolled by the evidence furnished by the labels themselves. As a general 
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rule, they constitute the very best evidence of which the case is sus- 
ceptible. That is the case here. A comparison of these labels, whether 
made singly or in a group, shows conclusively, as I think, that the use 
of the defendant’s labels constituted a plain violation of the complainant's 
right. It is difficult to believe that one set of labels could have been 
made so nearly an exact copy, in all their special characteristics, of an- 
other set without an effort at simulation.” 

In 1900 the complainant, the National Biscuit Company, 
adopted as its trade-mark a sign or symbol known in the trade 
as the “In-er-seal” or “In-er-seal trade-mark.” This seal is 
square, and of a peculiar shade of red, with clipped corners and 
white lines thereon forming an ellipse, divided equally by a 
horizontal line, from which extends a perpendicular line halv- 
ing the upper half of the ellipse, with two horizontal lines cross- 
ing the perpendicular line above the ellipse. This configuration 
of white lines on the seal is said to have been the sign and mark 
of the first printers in the early period of that art, taken by them 
from the Catholic church, and by the latter from Paganism, and 
signifies the triumph of the spirtual over the material world, 
These seals were placed upon each end of all the paper-cartons 
containing the bakery products placed on the market by the 
complainant, and in addition to the purpose they serve in sealing 
the cartons, are an attractive and conspicuous feature of the 
carton wrapper. 

The initial trade-name coined and applied by the complain- 
ant to an important part of its cracker output is ‘““Uneeda” or 
“Uneeda Biscuit.” The association of the “In-er-seal” trade- 
mark and the name “Uneeda Biscuit” formed the slogan of the 
complainant’s business. By the expenditure of a stupendous 
amount of money in lavish, but judicious, advertisement, they 
became known to almost every man, woman and child in this 
country, as the identifying mark and name of the complainant’s 
goods. I quite agree with the statement of one of the witnesses 
who testified, that ‘“‘Uneeda Biscuit and the In-er-seal, it may be 
said, are woven into the fabric of the National Biscuit Company, 
In fact, they are the business. As to their value they are prob- 
ably worth millions of dollars to the National Biscuit Company, 
Its physical properties such as plants, machinery, and so forth, 
if destroyed, could be replaced within a reasonably short time, 











| 
| 





















nae tc eI eee ote ing vedo 


ARE, 


antec. Jv Se 


NATIONAL BISCUIT CO. V. PACIFIC COAST BISCUIT CO., ET AL. 301 


while the loss of the In-er-seal and Uneeda Biscuit and the 
good will that goes with them, would be, if not irretrievable, at 
least a very great calamity.” 

The defendant, The Pacific Coast Biscuit Company, suc- 
ceeded to the business of the Portland Cracker Company in 1899. 
The latter named company had been engaged in the cracker 
baking business at Portland, Oregon, since 1886, and in the 
carrying on of its business used a variety of labels, some de- 
scriptive of the package contents and others to identify its vari- 
ous kinds of cracker and biscuit output, and to mark them as the 
product of that company, but none that bore any resemblance 
to the “In-er-seal,”’ the label of the complainant; none square in 
shape, with clipped corners, a red field with white marking and 
applied to either end of paper-cartons of the dimensions of those 
of the complainant. When the defendant bought the property 
of the Portland Cracker Company it took over these seals and 
for a time used them, substituting only its name for that of its 
predecessor, until about the year 1903, when they were prac- 
tically discarded, and a seal known as “Gold Coast End Seal” 
was adopted, which was also far unlike the complainant’s In-er- 
seal.” In 1907 this one was also abandoned, and a red-end seal 
termed “Swastika Red End Seal,” with clipped corners and white 
line markings upon a back-ground of red exactly the same shade 
as the complainant’s seal and which is the infringing seal com- 
plained of, was substituted. It is described in the record as a 
symbol of pre-historic origin, emblematic of a beneficent Deity, 
eternal life, benediction and blessing, good wishes and good 
augury, and was and is used by Indian basket makers and 
blanket weavers, potters, and silver-smiths, and is known as the 
Navajo Indian cross, and was well known and in use as a re- 
ligious emblem in India fifteen centuries before the Christian era. 
Like the complainant’s “In-er-seal” it is being used by the de- 
fendant on both ends of paper-cartons of identically the same 
size and shape as the complainant’s cartons. The two labels, 
the “In-er-seal” and “Swastika” differ only in their markings. 
Laid side by side, and disassociated from the cartons, the re- 
semblance is not marked: but when the defendant’s seals are 
applied to the end of cartons resembling, as to size, shape, wrap- 
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per application, and euphony of coined names, the similitude is 
striking, and when thus associated is of a character calculated to 
mislead and deceive the unwary and unsuspecting purchaser. 

The federal courts have had occasion, by injunction, to pro- 
tect this complainant in its seal and seal application against an 
infringing seal, under circumstances much like those present in 
this case. Ohio Baking Company v. National Biscuit Company, 
127 Fed. Rep., 116; National Biscuit Company v. Swick, 121 
Fed. Rep., 1007. 

The claim of the defendant that it and its predecessor, the 
Portland Cracker Company, used a red end seal, square in out- 
line with clipped corners, upon the end of cartons, to denote its 
wares, prior to the adoption by the complainant of its In-er-seal 
is not sustained by the testimony. Moreover, the red end seals 
which were used by the defendant were, as I have already 
stated, discarded for the “gold coast seal’ in 1903. 

Inspection and comparison of the cartons of the complain- 
ant and defendant, of the nomenclature and wrapper embellish- 
ment, and of the red end seal application, are sufficient to satisfy 
me of the copying by the defendant of the complainant’s trade- 
name and carton and carton-wrappers. . | cannot conveniently 
deal with the cartons collectively, nor will it be possible, within 
the limits of these conclusions, to advert in detail to all of the 
points of similarity between the two sets of cartons, to which 
my attention has been called, and, therefore, reference will be 
made only to the prominent features. 

Generally, as to size, shape and capacity (and the fifteen 
cartons of the complainant differ in these respects), it may be 
said, that the defendant’s cartons are exact and substantial 
counterparts of the complainant’s. The red end seal on both 
ends of the infringing cartons, and the superimposed wax-paper 
interior, are also uniform points of likeness. The resemblances 
in other respects, submitted by the complainant, I will take up 
in the order in which the infringements are charged in the bill. 

1. This relates to the red end seal already disposed of. 

2. Complainant’s “UNEEDA’’; Defendant’s “ABETTA” BISCUTT. 


The wrappers of the two cartons to which these words are ap- 


plied are of a dark body color, with white parallelogram decora- 
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tions. The style of type and the location of the display of the 
name of the biscuit and of the reading matter, is the same, and 
the latter conveys the same meaning. That the complainant is 
entitled to the exclusive use of this coined word, as applied to 
crackers or biscuits, seems to me to be beyond question, and this 
extends to any word similarly applied, which rings with the 
same tone. ‘Abetta’” was coined by the defendant with knowl- 
edge of the use and application by the complainant of the sug- 
gestive name “Uneeda.” This, coupled with the circumstances 
of two consecutive abandonments by the defendant of similar 
and graduating, but less offensive infringing cartons, and the 
obvious purpose of creating the impression of an alliance be- 
tween the two biscuits, and of superiority in that of “Abetta” 
(a better than Uneeda), evinces that the selection by the defend- 
ant of the word “Abetta” was intended to bring to it profit 
from a confused purchasing public. 

3. Complainant’s “Napisco”; Defendant’s “PARFartT’’ and 
“rresta.” The word “Nabisco” is made up practically of the 
initial syllable of each of the words of “National Biscuit Com- 
pany.” Both packages are of tin. The contents of each is a 
sweet cracker. The color scheme of the wrappers is the same. 
It is of a white background with red and gold decorations, 
clearly a case of copying. 

4. Complainant’s “sociAL TEA Biscurt”’; Defendant’s “ELITE 
Biscuit.” There is a pronounced resemblance in the decorations 
and appearance of these two packages. “Social” and “Elite” 
convey the same impression, and the substitution of the latter 
for the former on the defendant’s cartons evinces but a single 
motive: confusion. 

5. Complainant’s “UNEEDA MILK bBiscurtT”’; Defendant's 
‘“ABETTA MILK BiscuIt.”” These are as nearly alike as “two peas 
ina pod.” The answer of the defendant respecting its carton and 
its statement that it has stopped making it, impliedly confesses 
copying. 

6. Complainant’s “oysTERETTES”; Defendant’s “TOKE POINT 
OYSTERETTES.” This word “oysterettes” was coined by the com- 
plainant and applied to a particular brand of its crackers, in the 
year 1901. The word is indicative of the contents of the cartons. 
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Up to 1909, the complainant had marketed some fifty millions of 
these carton contents, under this trade-name, and, on the Pacific 
coast, in excess of a million. The claim of the defendant that 
its predecessor originated and applied this name to a brand of 
its goods prior to the adoption by the complainant, is not borne 
out by the testimony. The prominent eye-object on the carton 
is, of course, the word “Oysterettes.” The defendant’s “Toke 
Point” is printed with type comparatively obscure; the boxes are 
of the same size. 

7. Complainant’s “FIG NEWTONS”; Defendant’s “FIG sUL- 
TANA,” The copying here is manifest. The body-color of the 
wrapper in each carton is white, with gold scroll work embellish- 
ments and red-end seal. Obviously the defendant’s carton is an 
imitation. 

8. Complainant’s and Defendant’s “MARSHMALLOW DAIN- 
TIES.” The complainant was the first to originate and apply 
this trade-name to one of its carton bakery products. This was 
in 1905. Up to the time of the taking of the testimony in 1909, 
it had sold under this name some five million of these carton 
contents. The exact trade-name has been appropriated by the 
defendant, and is subject of complaint. 

g. Complainant’s “zu zu”; Defendant’s “HOO HOO” GINGER- 
SNAPS. “zu zu” and “HOO HOO” are merely catch words, with 
the same general sound when spoken, and not widely different 
to the non-discriminating when printed. The words respectively 
on the two cartons have the same general appearance, and with 
the box arrangement and red end seals, show similarity, and leave 
the impression that imitation was intended. “Zu Zu,” as a 
trade-name was adopted by the complainant in 1go1, and ap- 
plied to ginger-snaps. The sale of these cartons to June, 1909, 
was approximately one hundred million, and over a million in 
the Pacific coast states. The defendant claims the right to the 
use of “Hoo Hoo” because of prior appropriation by its prede- 
cessor. The record does not satisfy me that this contention is 
well founded. 


10. Complainant’s “FROTANA”’; Defendant’s ‘“MARITANI” 
FRUIT BISCUIT. Similarity of size of cartons, of wrapper color- 
ing, of red entering largely into the decoration, the red end 
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seal application, the fruit biscuit contents, and the confusion be- 
tween the two names as to pronunciation of their ending syllables, 
taken as a whole, evidence copying. 

11. Complainant’s and Defendant’s “cocoANUT DAINTIES.” 
This term was originated by the complainant as a mark for one 
of its products. ‘The trade-name has been copied. Both car- 
tons are of the same size. The general arrangement of the let- 
tering, the light color of the two boxes and the red end seal, all 
tend towards confusion. 

12. Complainant’s “OLD TIME SUGAR COOKIES”; Defendant’s 
‘OLD FASHIONED SUGAR COOKIES.” The only change made by the 
defendant in appropriating this trade-name is the substitution of 
the word “Fashioned” for the word “Time,” both of which, 
in connection with the remainder of the name, have the same 


‘ 


significance. The same size and shape of the carton, of the 
white colored wrappers, and the application of the red end seal, 
complete the likeness. 

13. Complainant’s “CELEBRATED ZWIEBACK’; Defendant’s 
“GENUINE ZWIEBACK.” ‘These packages are approximately of the 
same size and shape. The German and English printed mat- 
ter bears comparatively the same appearance and meaning. 
Aside from this and the red end seal application, there does not 
appear to be other Similarity. 

14. Complainant’s “FANCY ASSORTMENT’; Defendant’s 
“FANCY ASSORTED CAKES.” The size and dress of these cartons 
have a single eye appearance. The term applied to the defend- 
ant’s carried with it the same meaning as that adopted by the 
complainant. The decorations, as to red border-lines, are attract- 
ing similarities. 

15. Complainant’s “OATMEAL CRACKERS” ; Defendant’s “ABET- 
TA OATMEAL CRACKERS.” Both wrappers are green. The shade 
of the defendant’s varies slightly from that of the complainant’s. 
The prominent sight object on both is “Oatmeal Crackers.” On 
the defendant’s in dim type and small print, apparently intended 
not to be readily observed, is the word “Abetta.” 

16. Complainant’s and Defendant’s “anrMaL Box.” These 


seem to be counterparts, even to the cord handle. Here the 
copying is complete. 
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The history, as disclosed by the volumnious record, of the 
progressive steps of the defendant in the work of seal imitation, 
which culminated in the adoption of the “Swastika” seal, read 
in connection with the history relating to the constant advance 
in copying, and the gradual approach by the defendant in the 
use of cartons and wrappers, in appearance like those of the 
complainant, convinces me that the “Swastika” red end seal was 
fashioned and applied by the defendant to the ends of its cartons, 
and that these cartons and wrappers and trade-names, so much 
like those of the complainant, were simulated by the defendam 
for no other purpose than to mislead the public into purchasing 
its goods for those of the complainant’s, and thus to purloin the 
complainant’s business. I cannot escape this conclusion. 

The Portland Cracker Company and the defendant built up 
a cracker trade, with seals of a distinctive type, the more promi- 
nent and generally used one of which was a red seal with a boy 
sitting on a cracker-box, apparently exhibiting a cracker in each 
hand, dividing the words, “Our Brand.” The defendant also 
created its own style of cartons and wrappers to individualize 
and distinguish its output. After the complainant entered the 
industry and introduced its novel and successful methods a cam- 
paign of simulation upon the part of the defendant began. Seals 
were abandoned and cartons and carton-wrappers of the defend- 
ant’s selection and origin were from time to time discarded and 
eventually replaced by those the subject of this suit. The deadly 
parallel between the entire line of the complainant’s and de- 
fendant’s seals, cartons, carton-wrappers and trade-names is so 
conspicuous that it requires no great perspicuity to observe that 
the defendant’s present methods of displaying and vending its 
wares are not attributable to any desire on its part to honestly 
build up a trade of its own, but rather that they are the culmi- 
nation of a premeditated and single purpose of dealing under the 
cover of the good will of a successful rival. 

It is unnecessary in these passing-off cases to find intentional 
fraud or that it be shown that anyone has been actually deceived 
to entitle a complainant to protection. It need not appear that 


there is precise copying of any one of the cartons of the com- 
plainant. In Ball v. Siegel, 116 Ill., 137, it was said: 
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“It is true, that in cases of this kind, as a general rule, exact similitude 
is not required to constitute an infringement, or to entitle the complain- 
ing’ party to protection; but if the form, marks, contents, words, or other 
special arrangement or general appearance of the words of the alleged 
infringer’s device are such as would be likely to mislead persons in the 
ordinary course of purchasing the goods, and induce them to suppose 
that they were purchasing the genuine article, then the similitude is 
such as entitles the injured party to equitable protection, if he takes 
seasonable measures to assert his rights and prevent their continued in 
vasion. 


And Vice-Chancellor Van Fleet, in the [Virts case (50 N. J. 
Eq. at p. 168) puts it thus: 


“If it appears that the resemblance between the two labels is such 
that it is probable in the sale of the goods of the parties, the one will 
be mistaken for the other, enough is shown to make it the duty of the 
court to interfere. Edelsten v. Edelsten, 1 De. G., J. & S., 185, 200. As 
was said by Mr. Justice Clifford, in McLean v. Fleming, 96 U. S., 245—a 
case in which all the principles pertinent to the case in hand were stated 
with great clearness and fullness—no rule,-as to what degree of similarity 
must exist in order to constitute an infringement, can be laid down which 
may be applied to all cases. All that can be done in that record is to 
say, that where the similarity is sufficient to convey a false impression to 
the public mind, and is of a character to deceive the ordinary purchaser, 
buying with the caution usually exercised in such transactions, there 
sufficient ground exists to entitle the injured person to redress. There 
are cases which lay down a more liberal rule in favor of persons claim- 
ing protection, and declare that if the resemblance is only such as is 
calculated to deceive the careless and unwary, a sufficient degree of 
similarity will exist to justify the court in interdicting the use of the 
counterfeit.” 


The facts in the case sub judice, in my judgment, abundantly 
establish that the defendant's cartons and carton-wrappers, its 
seal trade-mark and trade-name, associated as they are, tend to- 
wards deceiving and are likely to deceive the purchasing public 
into the belief that the defendant’s crackers and biscuits are those 
of the complainant. 

The carton formation and the bundle packages are not the 
subject of exclusive appropriation by the complainant, as de- 
vices to mark and indicate its products. The cartons known as 
the “Peter’s Patent’? were declared in Union Biscuit Company, 
et al. v. Peters, 125 Fed. Rep., 601, as not a patentable invention 
There can, of course, be no monopoly of the shape, size or capac- 
ity of a box. The lining of such boxes, with wax or paraffine 
paper superimposed thereon, and forming a unitary structure 
capable of inter-folding at the ends, for the enclosing of perish- 
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able goods, is a system or method which, it seems to me, must 
necessarily be common to all bakers. I have not a doubt but 
that the complainant used this form of package before the de- 
fendant, and that the secondary purpose of the defendant in 
adopting it, was a part of its general plan of imitating the com- 
plainant’s line of operation. Nor do I think it can be disputed 
that, in connection with the other simulations which have already 
been pointed out, this particular one failed of its mission. This 
may also be said of the bundle package. Instead of using wooden 
boxes to enclose for shipment an assembled assortment of filled 
cartons, the complainant used paper shaped into box form. The 
only service in this case of the imitation of the carton package 
and the bundle package, is to emphasize the trend of the de- 
fendant towards copying the complainant’s style. 

There will be an injunction restraining the defendant, in- 
cluding the director-defendants (for the sake of convenience I 
have heretofore referred to all of the defendants as one), from 
putting up and selling or offering for sale: 

(a) Any carton of bakery products having thereon an imita- 
tion of complainant’s “In-er-seal” trade-mark, calculated to mis- 
lead or deceive, like the defendant’s “Swastika” trade-mark. This 
shall not be construed to restrain the defendants from selling 
such cartons with their asserted trade-mark thereon, provided the 
trade-mark is so differentiated in general appearance and appli- 
cation, from the complainant’s trade-mark, that it is not calculated 
to deceive the ultimate ordinary purchaser. 

(b) Any carton of bakery products having thereon an imita- 
tion of complainant’s “Uneeda Biscuit” trade-name, calculated 
to mislead or deceive, like those on defendant’s carton “Abetta 
Biscuit.” 

(c) Any carton of bakery products having thereon an imita- 
tion of complainant’s trade-names “Uneeda Milk Biscuit,” 
“Oysterettes,” “Marshmallow Dainties,’” “Cocoanut Dainties,” 
and “Oatmeal Crackers,” calculated to mislead or deceive, like 
those on defendant’s cartons respectively “Abetta Milk Biscuit,” 
“Toke Point Oysterettes,” “Marshmallow Dainties,” “Cocoanut 
Dainties,” and “Abetta Oatmeal Crackers.” 


(d) The particular forms of cartons or packages referred to 
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in the bill of complaint and identified therein as “Complainant’s 
Exhibit Defendant’s Abetta Biscuit and Red End Seal Carton No. 
2,” and “Complainant’s Exhibit Defendant’s Infringing Packages 
Nos. 3, 4, 5, 6, 7, 8, 9, 10, II, 12, 13, 14, 15 and 16, respectively,” 
which shall by reason of the collocation of size, shape, colors, 
lettering, spacing and ornamentation, present a general appear- 
ance as closely resembling complainant’s exhibits respectively re- 
ferred to in the bill of complaint and marked as “Complainant’s 
Exhibit Complainant’s Cartons Trade-name Uneeda Biscuit 
Wrapper No. 2,’ and “Complainant’s Exhibit Complainant’s 
Cartons Nos. 3, 4, 5, 6, 7, 8, 9, 10, II, 12, 13, 14, 15 and 16,” as 
do the said defendant’s respective infringing packages afore- 
mentioned, but this shall not be construed as restraining the de- 
fendants from selling packages or cartons of the size, weight and 
shape of complainant’s packages, nor from using the respective 
colors as wrappers for such packages, provided such packages 
are so differentiated in general appearance from the said com- 
plainant’s respective packages that they are not calculated to de- 
ceive the ultimate ordinary purchaser. 

The complainant’s prayer for an accounting will be denied, 
upon the grounds and for the reason stated by Vice-Chancellor 
Stevenson in The International Silver Co. v. William H. Rogers 
Corporation, et al., 66 N. J. Eq., 140. 

The complainant is entitled to costs. 


COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 
Tim & Co. v. Ciuert, PEAsopy & Co. 
(203 O. G., 306.) 
April 6, 1914. 


1. Non-TECHNICAL MARK—USE. 

Where the opposer has used the words “Cluett, Peabody & Co., 
Troy, N. Y.” on boxes and packages containing men’s outer shirts and 
collars in the usual and regular order of business, but not on the shirts 
and collars themselves, this use of the word “Troy” is not a trade- 
mark use, and does not distinguish the product from that of other 
shirt and collar manufacturers of the same city. 
OppostTION—OPPONENT’S INTEREST. 

Where an opposition is filed to the registration of the word “Troy” 
under the ten-vear clause, and it appears that opponent has not used 
the word “Troy” as a trade-mark, but merely to inform the public that 
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its place of business is at Troy, N. Y., opponent has failed to show 
such an interest in the mark as entitles it to be heard. 
C. W. Fairbanks, for the appellant. 
F. C. Curtis, for the appellee. 


Ross, J|.—Appeal from a decision of the commissioner of 
patents sustaining the opposition of appellee to the registration 
to the appellant, under the ten-year clause of the Trade-Mark 
Act, of the word “Troy” as a trade-mark for men’s outer shirts 
and collars. 

The opposer is a New York corporation engaged in the manu- 
facture of men’s outer shirts and collars at Troy, N. Y., where 
the applicant’s factory is located. In its notice of opposition, the 
opposer set forth that ninety per cent of the collars and cuffs 
and a large percentage of the shirts made in the United States 
are made in that city, and hence that Troy has come to be known 
as the collar city; that prior to the date of the alleged adoption 
and use of the mark “Troy” by the applicant and during said ten- 
year period, opposer “advertised and sold shirts, collars and cuffs 
as Troy products” by marking its boxes and packages “Cluett, 
Peabody & Co., Troy, N. Y.”; that registration to the applicant 
of the word “Troy” would be an irreparable injury to petitioner 
as well as to other shirt, collar and cuff manufacturers of the 
city of Troy, N. Y.; and that the registration or the exclusive 
use of the said word “Troy” by said Tim & Co. would be against 
public policy, and injurious to the public at large throughout the 
United States. It is then averred that various other named par- 
ties have used the word “Troy” in the shirt and collar business, 
either as a trade-mark or in advertising their goods. To this no- 
tice of opposition a demurrer was interposed which the examiner 
of interferences sustained. His decision having been reversed, an 
answer was filed by the applicant and evidence taken. The evi- 
dence tended to show, and it is admitted, that the opposer has used 
the words “Cluett, Peabody & Co., Troy, N. Y.” on boxes and 
packages containing men’s outer shirts and collars in the usual 
and regular order of business. In the view we take of the case 
it is unnecessary to consider the evidence as to the use of the 
mark by third parties. 

In Mcllhenny v. New Iberia Extract of Tobasco Pepper Co. 
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(30 App. D. C., 337; 133 O. G., 995; 1908, C. D., 325) it was 
ruled that a petition for the cancellation of a trade-mark must 
contain a statement of facts sufficiently full to show that the pe- 
titioner has been injured by the registration of the mark he 
seeks to have cancelled, that is, that he has sustained an injury of 
a legal character. In Battle Creek Sanitarium Co. v. Fuller (30 
App. D. C., 411; 134 O. G., 1299; 1908, C. D., 370), an opposi- 
tion to the registration of a mark under the ten-year clause, the 
court pointed out that it is not sufficient for an opponent to say 
lie believes he would be damaged by the proposed registration, but 
tliat— 


he must allege some fact showing an interest in the subject-matter, from 
which damage might be inferred. 

In that case the opposer had alleged use of a mark in its 
advertising matter. The court said: 


To constitute a trade-mark use, the mark must be attached or ap 
plied to the goods. (Columbia Mill Co. v. Alcorn, 150 U. S., 460; 37 


N 34 
L. Ed., 1144, 1146; 14 Sup. Ct. Rep., 151.) Property in it can only be 
acquired by the actual application of it to goods of a certain class, so 
that it serves to indicate the origin of the goods; that is to say, identify 
them with the particular manufacture or trader, and to distinguish them 
from similar goods. 


In Underwood Typewriter Co. v. A. B. Dick Co. (36 App. 
D. C., 175; 163 O. G., 730; 1911, C. D., 298) [ Reporter, Vol. 1, 
p. 35], an opposition to the registration of a trade-mark, on the 
ground that it had become public property by reason of the ex- 
piration of the patent upon the machine to which the trade- 
mark was attached, it was ruled that the notice of opposition was 
fatally defective. The court said: 

The sole ground of opposition, therefore, is that the trade-mark of the 
proponent has become public property by reason of the expiration of 
the patent upon the machine. If the opponent has the right to oppose the 
registration, any other person could be recognized to make the same 
opposition in the public interest, which, so far as the pleading is concerned, 
is all that is involved. 

Of course where an article is known by a certain name and 
the registration of that name is sought under the ten-year clause, 
an opposition based upon the manufacture and sale of said ar- 
ticle is sufficient. Thus in Natural Food Co. v. Williams (30 App. 
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D. C., 348; 133 O. G.. 232; 1908. C. D., 320) the opposition to 
the registration of the words “Shredded Whole Wheat” as a trade- 
mark was sustained because it appeared that the opposer, during 
the ten-year period, had produced that article of food and sold 
it under the name by which it was known to the public. While 
in that case the opposer’s use of the mark was not a trade-mark 
use, it was a use inconsistent with the proposed registration and 
one of which it could not be deprived by the applicant. The 
words “Shredded Whole Wheat” represented a thing which 
others had a right to produce and sell and hence the applicant 
was not entitled to their exclusive use. (See also H. W. Johns- 
Manville Co. v. American S. P. Co., 33 App. D. C., 224; 145 
O. G., 257; 1909, C. D., 425.) 

In the present case the applicant and opposer are both 
manufacturers of shirts and collars. The applicant has attached 
the word “Troy” to its goods as a trade-mark and claims the 
right to registration under the ten-year clause. It is no objection 
to the registration of the mark under this statute that it is geo- 
graphical and descriptive. (Jn re Cahn, Belt & Company, 27 
App. D. C., 173; 122 O. G., 354; 1906, C. D., 627; Battle Creek 
Sanitarium Co. v. Fuller, 30 App. D. C., 411; 134 O. G., 1299; 
1908, C. D., 370.) The opposer has not used this mark on its 
shirts and collars. Indeed, it has not used it as a trade-mark at 
ali. It has merely informed the public that its place of manu- 
facture is at Troy, N. Y. Obviously, this use of the word “Troy” 
does not distinguish its product from that of the many other shirt 
and collar manufacturers of the same city. Nor was it intended 
that it should. Its use of the word was a mere incident to its 
location, and not to identify its product. Every other Troy 
manufacturer of other articles or commodities probably used the 


word in exactly the same way, and its registration to the ap- 
plicant would in no way interfere with or curtail that use. It 
necessarily follows from what we have said that the averments 
i the opposer’s notice of opposition fail to show such an in- 
terest in this mark as entitles it to be heard. The averments as to 
use by third parties are of no avail. The statute limits the right 
to be heard to those having an interest in the subject-matter. The 
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interests of the public are under the protection of the commis- 
sioner of patents. 


The notice of the opposition should have been dismissed. De- 
cision reversed. 





THOMAS EWING, COMMISSIONER OF PATENTS V. STANDARD OIL 
CoMPANY OF NEw YORK. 


(203 O. G., 1556.) 


May 22, 1914. 
1. TRADE-MARKS—REGISTRATION—RENEWAL. 

The renewal of a trade-mark registration confers no new rights, 
but merely corrects the record to the date of renewal by the regis- 
trant or owner of the mark, asserting his continued use of it and, 
therefore his title in it. 

. Not Susyect To EXAMINATION. 

A request for renewal under section 12 of the trade-mark act of 
February 20, 1905, is not subject to examination as in the case of an 
original application and such request should be accepted as prima 
facie evidence that the mark has not been abandoned. 


to 


R. F. Whitehead, for the appellant. 
Archibald Cox and William Wallace White, for the appellee. 


Appeal from decree of the Supreme Court of the District 
of Columbia in favor of the complainant. Affirmed. For decision 
of the court below, see Reporter, Vol. 4, p. 164. See also decisions 
of Commissioner of Patents, and of this court on earlier appeal, 
Reporter, vol. 2, p. 487; 3, p. 150. 


VAN OrspEL, J.—This is a proceeding in equity brought by 
appellee, plaintiff below, in the Supreme Court of the District 
of Columbia under the provisions of section 4915, Revised Stat- 
ues of the United States, to compel the Commissioner of Patents 
to renew the registration of plaintiff's trade-mark “White Rose,” 
applied to refined petroleum, originally registered September 27, 
1881. On hearing, a decree was entered ordering the Commis- 
sioner of Patents to renew the registration of plaintiff’s mark, 
from which decree the case comes here on appeal. 


The request for renewal was made under section 12 of the 
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act of Congress of February 20, 1905, (33 Stats. L., 726), known 
as the Trade-Mark Act, which reads as follows: 


That a certificate of registration shall remain in force for twenty 
years, except that in case of trade-marks previously registered in a 
foreign country such certificate shall cease to be in force on the day on 
which the trade-mark ceases to be protected in such foreign country, 
and shall in no case remain in force more than twenty years, unless 
renewed. Certificates of registration may be from time to time re- 
newed for like periods on payment of the renewal fees required by this 
act; upon request by the registrant, his legal representatives, or transfer- 
ees of record in the patent office, and such request may be made at any 
time not more than six months prior to the expiration of the period for 
which the certificates of registration were issued or renewed. Certificates 
of registration in force at the date at which this act takes effect shall 
remain in force for the period for which they were issued, but shall be 
renewable on the same conditions and for the same periods as certificates 
issued under the provisions of this act, and when so renewed shall have 
the same force and effect as certificates issued under this act. 


The property right in a trade-mark under our statute is not 
essentially different from that accorded at common law. The 
analogy is concisely stated in the opinion of the court below, as 
follows: 


The whole history of the law of trade-marks negatives the idea that 
where a statute has provided for their registration for a definite period, 
with provision for renewal, we should expect to find in such legislation 
a requirement that all conditions prerequisite for original registration 
should be complied with when a renewal is sought. At common law 
trade-marks did not expire by lapse of time. The rights acquired thereby 
were limited only by the period of their use, and ceased only with their 
abandonment. When, therefore, legislation required their registration, 
renewals were made necessary for the sole purpose of negativing their 
abandonment. And when the fact of a continued user was manifested by 
the application for renewal, it would seem to be logical that the renewal 
should issue as a matter of course, without going through the elaborate 
procedure which was a prerequisite to their original registration. 


It therefore appears that the right once acquired being per- 
petual and subject to forfeiture only in case of abandonment, re- 
gistration amounts only to a record of existing trade-mark rights, 
and the object of renewal is to make the record as nearly as 
possible one of actual rights. Renewal in no sense confers new 
rights. It is a correction of the record to the date of renewal 
by the registrant or owner of the mark asserting his continued 
use of it, and, therefore, title in it. 

The reasonable interpretation of the Trade-Mark Act will 
not sustain the contention of the Commissioner that a request for 





; 
: 
; 
} 














0b not gE ALS 


THOMAS EWING, COMM. OF PATENTS V. STANDARD OIL CO. 375 


“ 


a renewal is to be treated as an original application. While it is 
true that-»a registration under an original application does not 
confer title to a mark, but only accords it the right of record, the 
statute in terms defines the procedure essential to secure such 
registration. The duty of a general investigation of the appli- 
cant’s title is imposed upon the Commissioner before granting an 
original registration. But let it then appear that any one has 
been injured by either an original or a renewal registration, the 
right is open to such a person by section 13 of the act to apply for 
a cancellation of the mark, and ample procedure is provided for 
testing the rights of the respective parties. 

Section 6 of the act provides that on filing an application for 
registration— 


the commissioner of patents shall cause an examination thereof to be 
made. 

If such examination was contemplated in the case of a re- 
quest for renewal, it would seem that the statute would have so 
provided. ‘That no such provision was made warrants the con- 


clusion that no examination was intended. If the same pro- 
cedure is open to the Commissioner in case of renewal as in 
original registrations, Congress must be imputed with having 
done a vain thing in the enactment of section 12, since renewal 
could as well be accomplished by an original application for regis- 
tration. 


It is the duty of the court to give effect, if possible, to every clause 
and word of a statute. (Montclair v. Ramsdell, 107 U. S., 147, 152.) 

But will section 12, considered alone, bear the construction 
sought to be placed upon it by the Commissioner? It will be ob- 
served that the twenty-year limitation upon the period of regis- 
tration and the right of renewal are coupled in the same section 
of the act. It does not provide that the rights acquired under 
the original registration shall terminate at the end of twenty years, 
but it provides that the certificate— 


shall in no case remain in force more than twenty years, unless re- 
newed. 


This is an equivalent, we think, to a declaration that the 
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rights under the original certificate may be perpetuated by request 
for renewal, and such request shall be accepted as prima facie 
evidence that the mark has not been abandoned. In other words, 
it is intended that the rights originally acquired shall continue, 
and not that new rights shall be granted at the end of twenty 
years as the result of an investigation by the Commissioner. 

3ut the act specificially provides procedure for renewal: 

Certificates of registration may be from time to time renewed fot 
like periods on payment of the renewal fees required by this act, upon 
request by the registrant, his legal representatives, or transferees of rec- 
ord in the patent office, and such request may be made at any time not 
more than six months prior to the expiration of the period for which 
the certificates of registration were issued or renewed. 

It then provides, as clearly as language can express, that 
certificates in force at the date of the passage of the act may be 
renewed by the same procedure. We are unable to make any 
distinction in the matter of renewal between the certificates in 
force prior to the enactment of the statute and those issued sub- 
sequent thereto. The course of procedure as to both is clear. 

Where a statute, as in this case, is clear and free from all ambiguity, 
we think the letter of it is not to be disregarded in favor of a mere pre- 
sumption as to what is termed the policy of the government, even though 
it may be the settled practice of the department. (St. Paul, etc., Ry. Co 
v. Phelps, 137 U: 3, 528) 

As admitted by the pleadings, in most foreign countries, as 
in this, continuous registration at home is essential to protect 
rights acquired under a foreign registration. An application for 
renewal cannot be filed until within six months of the expiration 
of the twenty-year period. Hence, adopting the contention of the 
Commissioner, the precedure may well become so involved as to 
create a lapse of time which would forfeit the applicant’s rights 
under his foreign registration, and render the mark subject to ap- 
propriation there. It cannot be that such was the intention of 
Congress, nor will the act reasonably admit of such an interpre- 
tation. 

The decree is affirmed. 








